INTELLECTUAL PROPERTY

NEW ZEALAND

Trade mark FAQs

Select from the options below to ask a question about the Intellectual Property Office or this website.

What would you like information on?

What is a trade mark?

Are the words in my logo protected?

How can | search to see if my mark can be registered?

What is a Specification and Classification?

What are trade mark classes?

How do | reqister a trade mark?

What happens after my application is received?

When will your application be processed?

What is a Compliance Report?

How do | respond to a Compliance Report?

How do | determine which 'Nature of Correspondence' to select in the online correspondence service?

| have already filed my application but | want to make changes to the trademark. Can | do this now?

| filed my application with the wrong name - can | change it?

What steps are involved in amending my trade mark?

The trade mark opposition process - an overview

Maintaining your trade mark registration

Can my trade mark be restored to the register?

Can someone else apply to register my trade mark if it has been removed from the reqgister?

How do | sell or license my trade mark?

How can | show that my goods or services are covered by a registered trade mark?

Can IPONZ help me if my trade mark is infringed?

How long will it take to register my trade mark?

When can | use the TM and ® symbol?

How much does it cost to register a trade mark?

Can | get a refund of my fees?

How long will my registration last?

Will registration protect my mark overseas?

Who enforces trade mark protection?

Can | transfer the ownership of my trade mark to someone else?

How do | change my name or address details?




How do I sell or license my trade mark?

What if I've lost my reference and password for my online application?

What is a geographical indication?

What is the maximum file size for filing correspondence online?

What are the status descriptions?

If you haven't found your answer then send us your question and we'll get back to you.

What is a trade mark?

See What is a trade mark?

Are the words in my logo protected?

Registration of a trade mark gives rights to the mark as a whole. It does not give rights to any separate parts of the mark such as words or design
elements independently. Before applying for a trade mark consider the following:

« A word mark for plain text characters protects the words regardless of the way they are presented.

« A device mark for words protected in special characters or a logo mark provides protection for the mark as it is presented.

How can | search to see if my mark can be registered?

See How to check for existing trade marks.

What is a Specification and Classification?

See Classifying Goods or Services.

What are trade mark classes?

Trade mark classes relate to categorising goods and services of a similar kind into classes for ease of identification and searching. New Zealand
adheres to an international classification system called the International Classification of Goods and Services (currently the 10th edition of the
Nice Classification, introduced on 1 January 2012), which is published by the World Intellectual Property Organisation (WIPO). For more
information about trade mark classes please click here.

How do I register a trade mark?

See How to apply.

What happens after my application is received?

Online applications - a trade mark application is confirmed by 3 emails if it has been successfully filed with our Office.

1. Ataxinvoice confirming payment

2. An IP Summary report

3. ATM Detail report.

If you have received all 3 emails then your application has been filed. Your Trade Mark number is on your tax invoice and IP Summary report
and starts with a T. If 3 emails are not received you can access your application by going to Lodge Trade Mark application>>Trade Mark

application. Type in your reference and your password then click on the select button and it will take you back to your application. The
reference and password is case sensitive.


http://www.iponz.govt.nz/cms/contact/ask-a-question/what-are-the-status-descriptions
http://www.iponz.govt.nz/cms/contact/ask-a-question/contact-us-form
http://www.iponz.govt.nz/cms/trade-marks/what-is-a-trade-mark
http://www.iponz.govt.nz/cms/trade-marks/how-to-check-for-existing
http://www.iponz.govt.nz/cms/trade-marks/the-trade-mark-process/classifying-goods-or-services
http://www.iponz.govt.nz/cms/trade-marks/the-trade-mark-process/classifying-goods-or-services/trade-mark-classes-2
http://www.iponz.govt.nz/cms/trade-marks/how-to-apply-for-a-trade-mark

Once your application has been filed you can go online to the IPONZ website and view your application details by typing in your Trade Mark
number under the Trade Mark Search Field >> New Zealand numbers.

After the application has been examined you will be sent either a Compliance REPORT or a Notice of Acceptance. You can find the latest
processing timeframes for Trade mark applications and correspondence here.

If the application is not accepted the Compliance report will outline the reasons why.

There may be certain conditions to meet before your application can be accepted. The client has 12 months from the file date to meet the
criteria and to convince the office that the trademark is registrable.

If your trademark is accepted you will be sent a Notice of Acceptance which will include information about when your trademark will be
advertised in the Intellectual Property Journal for 3 months. If there is no objection to the trademark it can be registered.

The minimum period from filing to registration is six months and then you will be sent a Certificate of Registration.

For more information about what happens after your application is received please see The Trade Mark Process.

When will your application be processed?

You can find the latest processing timeframes for Trade mark applications and correspondence here.

To track the progress of a particular application or correspondence you have submitted please see our View IP History service.
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What is a Compliance Report?

See Replying to your Compliance Report.

How do | respond to a Compliance Report?

See Replying to your Compliance Report.

How do | determine which 'Nature of Correspondence’ to select in the online
correspondence service?

View the Fact Sheet to help you determine which nature of correspondence to select.

| have already filed my application but | want to make changes to the trademark. Can | do
this now?

The answer can depend on whether or not the Office has commenced work on the particular application. For example whether or not the trade
mark has been searched.

If the Office has not commenced work on an application, it may be possible to make amendments to the trade mark, so long as he Office is
contacted within 24 hours of filing. The office will look at the surrounding circumstances and treat each application on a case by case basis.
Please note that any changes made may affect the filing date.

After the Office has commenced work on a trademark, you cannot make any changes that will materially alter the meaning or scope of the
application. Generally, only very minor changes can be made. The reason for this is that substantial changes made to a trade mark post-filing
may disadvantage other applicants or users of the register. For information see our guideline on amendments to trade mark applications.

| filed my application with the wrong name - can I change it?


http://www.iponz.govt.nz/cms/iponz/processing-timeframes-for-applications-and-correspondence
http://www.iponz.govt.nz/cms/trade-marks/the-trade-mark-process
http://www.iponz.govt.nz/cms/iponz/processing-timeframes-for-applications-and-correspondence
http://www.iponz.govt.nz/cms/trade-marks/the-trade-mark-process/replying-to-your-compliance-report
http://www.iponz.govt.nz/cms/trade-marks/the-trade-mark-process/replying-to-your-compliance-report
http://www.iponz.govt.nz/cms/pdf-library/iponz/fact-sheet-how-to-determine-which-nature-of-correspondence-to-select.pdf
http://www.iponz.govt.nz/cms/trade-marks/practice-guidelines-index/practice-guidelines/amendments-to-trade-mark-applications

If you need to correct an obvious mistake in the applicant’s name, such as a spelling error or the omission of the legal status of the applicant,
you can request a change under section 37(2)(a) of the Act. The Commissioner will usually allow such a change where the legal ownership of
the application remains the same. Please note - where there is any doubt as to the validity of the request under section 37(2)(a) of the Act, the
Office may require supporting documentation to be supplied.

If your change to the applicant’s name involves the ownership of the application changing from one legal entity to another you will need to
complete an assignment or transmission of the mark.

For more information on amending your trade mark please see our guideline on amendments to trade mark applications.

What steps are involved in amending my trade mark?

You can make a written request to amend your trade mark, which must include details of the applicant's name, if the applicant has an agent the
agent's name, a description or representation of the trade mark, the trademark application number and the nature of the correction to be made
to the application. Any request for an amendment to a trade mark is examined by a trade mark examiner. For more information on amending
your trade mark please click here.

The trade mark opposition process - an overview

Opposition is an objection to the registration of an application in the form it was advertised. The Intellectual Property Office of New Zealand
recommends that a potential opponent bring their concerns to the attention of the trade mark applicant before they formally file a notice of
opposition. The three month opposition period facilitates this.

See Opposing Registration of a Trade Mark for more information.

Maintaining your trade mark registration

See Maintaining your trade mark.

Can my trade mark be restored to the register?

Yes. Your trade mark can be restored up to one year after the trade mark registration has expired by simply paying the renewal fee. This can be

done online.

Can someone else apply to register my trade mark if it has been removed from the
register?

Yes. If your trade mark has been removed from the Register, another person can apply to register that trade mark as their own. However your
mark will prevent the other person’s mark from being accepted until one year after the expiry of your trade mark registration.

How do I sell or license my trade mark?

Trade marks are bought, sold or licensed by way of a contract that should define the terms and conditions upon which you change the
ownership of the trade mark. You are advised to seek professional help in drafting your contract.

IPONZ does not assist in the drafting of contracts between parties. It is the responsibility of the new owner of the trade mark to register any
change of ownership with the IPONZ.

How can | show that my goods or services are covered by a registered trade mark?

When your trade mark is registered you can use the ® symbol on your goods or when advertising your services. It is an offence to falsely claim
that your trade mark is registered.

Can IPONZ help me if my trade mark is infringed?


http://www.iponz.govt.nz/cms/trade-marks/practice-guidelines-index/practice-guidelines/amendments-to-trade-mark-applications
http://www.iponz.govt.nz/cms/trade-marks/practice-guidelines-index/practice-guidelines/amendments-to-trade-mark-applications
http://www.iponz.govt.nz/cms/trade-marks/the-trade-mark-process/opposing-registration-of-a-trade-mark
http://www.iponz.govt.nz/cms/trade-marks/maintaining-a-trade-mark

No. IPONZ does not assist with infringement of a trade mark. If a trade mark is infringed, then IPONZ recommends that you seek legal advice
from a Patent Attorney or a lawyer familiar with intellectual property issues.

How long will it take to register my trade mark?

The amount of time that it takes to register a trade mark can vary and depends on the outcome of the examination and acceptance. The
minimum period from filing to registration is six months and then you will be sent a Certificate of Registration.

After the application has been examined you will be sent either a Compliance REPORT or a Notice of Acceptance. You can find the latest
processing timeframes for Trade mark applications and correspondence here.

If the application is not accepted the Compliance report will outline the reasons why.

There may be certain conditions to meet before your application can be accepted. The client has 12 months from the file date to meet the
criteria and to convince the office that the trademark is registrable.

If your trademark is accepted you will be sent a Notice of Acceptance which will include information about when your trademark will be
advertised in the Intellectual Property Journal for 3 months. If there is no objection to the trademark it can be registered.

When can | use the TM and ® symbol?

A ™ symbol indicates that a trader is using a sign as a trade mark but does not indicate

whether the sign is registered. Once a trade mark is registered, the ® symbol may be legally used against the trade mark.

How much does it cost to register a trade mark?

A trade mark application costs NZ$100 plus GST per class. (You may wish to register your trade mark in several classes of business activity.)

Renewal fees ($250 plus GST) are payable every 10 years if you want to maintain the registration.

Note: Since the trade mark application fee is not refundable if your application is unsuccessful, please review the How to Apply section before

submitting your application.

Can | get a refund of my fees?

A refund will only be considered where required or permitted by legislation. The following legislation applies:

- Section 16 of the Trade Marks Act

« Regulation 169 of the Patent Regulations

« Section 47(2) of the Designs Act

« Section 36(2) of the Plant Variety Rights Act

Refunds will not be provided in the following circumstances:

1. Where the applicant has chosen to pay GST with their application. If the fees attached to an application include GST, the Office assumes GST
is payable by the applicant and will receipt that GST.

2. Refunds will not be processed once a filing has been receipted and work has commenced on, or been completed on the filing.
How do | request a refund?

Refund requests must be in writing and include the following information:

+ receipt date

+  receipt number

« amount you are requesting be refunded

« reason for refund

« name of person/organisation the refund is to be paid to

« acomplete Vendor Direct Credit form to record the bank account details.


http://www.iponz.govt.nz/cms/iponz/processing-timeframes-for-applications-and-correspondence
http://www.iponz.govt.nz/cms/trade-marks/how-to-apply-for-a-trade-mark
http://www.legislation.co.nz/act/public/2002/0049/latest/DLM164457.html?search=ts_act_trade+marks+act_resel
http://www.legislation.co.nz/regulation/public/1954/0211/latest/DLM7748.html?search=ts_regulation_Patents+Regulations+1954_resel
http://www.legislation.co.nz/act/public/1953/0065/latest/DLM281794.html?search=ts_act_Designs_resel
http://www.legislation.co.nz/act/public/1987/0005/latest/DLM101096.html?search=ts_act_Plant+variety+rights_resel

How are refunds paid?

If you have paid the fees using our direct debit system, the refund will show as an adjustment on your next direct debit statement.

If you paid the fees by any other payment method your refund will be direct credited into your bank account unless you specify you would
prefer a cheque. You will need to complete a Vendor Direct Credit form and attach it to your refund request so we have your bank account

details.

How long will my registration last?

The registration period lasts for 10 years from the date the Office received your application or 10 years from your convention priority date (if the
application claims priority from an overseas application), whichever is earlier. Once this initial period has expired, the registration can be
renewed every 10 years. This can be continued indefinitely, provided you continue using the trade mark.

See How to apply for a trade mark for more information.

Will registration protect my mark overseas?

No. Each country has its own laws and practices regarding trade marks. You may need to apply for protection in each country where you wish
to register your trade mark. However, New Zealand is a signatory to an international agreement called the Paris Convention for the Protection
of Industrial Property. Article 4 of the Paris Convention provides that any person who has filed an application to register a trade mark in a
signatory country, has the right to file further applications in any of the other signatory countries, and receive the priority date of the original
application, provided that the further applications are filed within six months of the original application.

To learn more, consult an intellectual property expert and review the information on the World Intellectual Property Organization’s website.

Who enforces trade mark protection?

Registered trade marks are protected by intellectual property rights, but the trade mark owner remains responsible for taking action if
competitors try to use the same or a confusingly similar mark for identical or similar goods/services.

Can | transfer the ownership of my trade mark to someone else?

Yes. The owner or applicant for a trade mark may assign or transmit ownership of the mark. To apply for assignment or transmission of the
mark, complete an Application for Assignment or Transmission form and lodge with IPONZ together with supporting documentation showing

transfer of title. The application form may be submitted through our online correspondence system by email or posted to IPONZ.

How do | change my name or address details?

Regulation 135 of the Trade Marks Regulations 2003 sets out the necessary formalities when an owner requests an alteration of name and/or
address pursuant to section 78(a) of the Act.

A request to alter the name and/or address of the owner of a registered trade mark must be in writing and contain the following:

+ the owner's name:

- if the owner has an agent, the agent’s name:

« arepresentation or description of the trade mark:
+ the trade mark’s registration number:

« the new name or address to be entered on the register.

Where the request to alter the name and/or address of the owner of a registered trade mark is accepted, the Commissioner will notify the
owner of the alteration.

How do I sell or license my trade mark?


http://www.iponz.govt.nz/cms/pdf-library/forms/vendor-direct-credit-form-kb-pdf
http://www.iponz.govt.nz/cms/iponz/glossary#c
http://www.iponz.govt.nz/cms/trade-marks/how-to-apply-for-a-trade-mark
http://www.wipo.int/trademarks/en/trademarks.html
http://www.iponz.govt.nz/cms/trade-marks/forms-and-fees/forms-and-fees
http://www.iponz.govt.nz/cms/banner_template/IPOLCM
http://www.iponz.govt.nz/cms/trade-marks/forms-and-fees/forms-and-fees

Trade marks are bought, sold or licensed by way of a contract that should define the terms and conditions upon which you change the
ownership of the trade mark. You are advised to seek professional help in drafting your contract.

IPONZ does not assist in the drafting of contracts between parties. It is the responsibility of the new owner of the trade mark to register any
change of ownership with the IPONZ.

What if I've lost my reference and password for my online application?

The reference and password for your application is key information to be able retrieve the record from our system. If you have lost this
information you will need to begin the application process again.

When filing a TM we advise that you choose a reference and password that you will remember so that you are able to access your application.

What is a geographical indication?
A geographical indication (Gl) is used to identify goods that have a specific geographical origin and possess a quality, reputation or other
characteristic that is essentially due to that place of origin.

A famous example of a Gl is "Champagne". The name Champagne can only be used for sparkling wine that comes from the Champagne region
in France.

Gls do a similar job to trade marks in that they help to "brand" a product. They provide information to consumers about the source, quality or
other characteristics of goods.

New Zealand Law on Gls

Fair Trading Act 1986

Section 9 of the Fair Trading Act 1986 provides that "no person shall, in trade, engage in conduct that is misleading or deceptive or is likely to
mislead or deceive". If a Gl is used in trade to create a misleading impression as to the geographical origin, quality, or some other characteristic
of a product, this could be a breach of the Fair Trading Act 1986.

Passing off

The action of "passing off " can be used in cases where the goods or services of one person are wrongly represented as being those of another
person. There must be loss suffered as a result of consumers being led to believe that they were buying the one trader's goods when in fact
they were buying goods from another trader.

In New Zealand, French wine interests used the action of "passing off " to prevent non-French winemakers from labelling their sparkling wine
"Champagne".

Trade Marks Act 2002
Gls can be protected as collective or certification trade marks, provided they meet the criteria for registration under the Trade Marks Act.
Geographical Indications (Wine and Spirits) Registration Act 2006

The Geographical Indications (Wine and Spirits) Registration Act 2006 provides for a voluntary system of registration of Aotearoa-New Zealand
and foreign Gls for wine and spirits only. The Act was passed late 2006, but is not yet in force (meaning it does not yet have legal effect). The Act
will be enacted by regulation. New Zealand continues to provide protection for Gls, including wine and spirit Gls, by the measures outlined
above.

What kind of rights do geographical indications provide?

Unlike most other IP rights, Gls are collective rights, and are not owned by any one person. Any producer who produces goods from within the
area in question, and meets the requirements in relation to the use of that Gl is entitled to use it.

Is a geographical indication the same as a place name?

A Gl is more than simply a name of a place. To qualify as a Gl, the term used to identify where goods are from must have acquired or developed
a quality, reputation or other characteristic due to the place of origin. This tells people that goods with a particular Gl are a product of a certain



region, for example, and they can expect those goods to be of a particular standard, quality or reputation.

What is the maximum file size for filing correspondence online?

The maximum file upload size is 21MB per document. If your document is larger than 21MB, please file the document as multiple files.
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