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1. Introduction

Subpart 2 of Part 3 of the Trade Marks Act 2002 (the Act) provides for the application, examination and acceptance of a trade mark
application. These guidelines focus on the priority to be given to applications for the registration of a trade mark under sections 34, 35 and 36
of the Act.

Section 34 of the Act provides for the priority of applications in date order. Section 35 of the Act provides for the Commissioner to determine
and inform on the priority of applications. Section 36 of the Act provides for the priority of applications under the Paris Convention for the

Protection of Industrial Property.

Regulations 46 and 47 of the Trade Marks Regulations 2003 (the Regulations) set out the requirements for claiming convention priority.

2. Priority of applications

The statutory rights of the owner of a registered trade mark commence on the deemed date of registration.i The deemed date of registration is

either the application date or, for applications which claim convention priority,” the date of the application in the convention country.

Under section 35 of the Act, the Commissioner must determine the order of priority of each trade mark application it receives and inform an

applicant of any application(s) having priority over their application. Sections 35 of the Act E states:
The Commissioner must —

(a) inform each applicant whose application does not have priority over all other applications under section 34(1) or under section 36,

or does not have equal priority under section 34(2), of the applicant’s order of priority; and
(b) determine, according to its order of priority, each application.

Therefore, where another application has priority, IPONZ will issue a Compliance Report setting out the details of the mark and raising it as a

citation against the Applicant’s mark under section 25 of the Act.
Where an application does not claim convention priority under section 36 of the Act, the priority date is its New Zealand filing date.

For more information on the citation of trade marks, see the Practice Guidelines on Relative Grounds: Identical and Similar Marks.



http://www.iponz.govt.nz/resolveUid/1fd12c4687337954e90b1926a7acb673

Footnotes
1Section 5 of the Act
2Section 36 of the Act

3Practice Guideline Amendment 2006/01, IPONZ Newsletter, February 2006

2.1 Filing priority
Sections 34(1) of the Act states:

If different persons separately apply for the registration of trade marks that are identical or similar to each other and that are in respect
of identical or similar goods or services, the first application received by the Commissioner has priority over all the other applications
and may proceed.

When considering the priority of an application prohibits the registration of a trade mark, examiners must consider applications belonging to
different owners that have earlier priority than the application under examination. Section 34(1) of the Act affirms the priority right of an
applicant who files its trade mark application first.

2.2 Equal priority
Sections 34(2) and (3) of the Act state:

(2) If different persons separately apply for the registration of trade marks that are identical or similar to each other and that are in
respect of identical or similar goods or services and their applications are received at the same time by the Commissioner, -

(a) each application has equal priority and may proceed; and
(b) the Commissioner must notify each applicant of each other’s application.

(3) For the purposes of subsection (2), 2 or more applications that are received on the same day are to be treated as if they had been
received at the same time.

Where two applications are filed in New Zealand on the same day, and neither application claims convention priority,i the priority date of
each application is its New Zealand filing date. Since the applications have the same New Zealand filing date, they have equal priority.

In the above scenario both applications are registrable under the Act. > The examiner must not raise either application as a citation against the
other. Rather, pursuant to section 34(2)(b) of the Act, the examiner must notify each applicant of the other application.

The applicants will receive this notification either within a Compliance Report or together with a Notice of Acceptance, as applicable.

Footnotes

4Section 36 overrides section 34(2) (see section 34(4)), with the result that section 34(2) does not apply when one or more of the applications
claims convention priority.

5As stated in section 34(2)(a) of the Act, “each application ... may proceed”. The applications will only proceed to advertisement if no other
grounds for refusal exist.

3. Convention priority



New Zealand is a signatory to the Paris Convention for the Protection of Industrial Property. Article 4 of the Paris Convention provides that
any person who has filed an application to register a trade mark in a signatory country has the right to file further applications in any of the
other signatory countries, and receive the priority date of the original application, provided that the further applications are filed within six
months of the original application.

Section 36 of the Act implements Article 4 of the Paris Convention and overrides section 34 of the Act. f Thus, the Act recognises that a

later-filed application may have an earlier priority right by virtue of a claim to convention priority.

Footnote

6Section 34(4) of the Act. The word “override” means “to have priority over” or “to intervene and make ineffective”. The intention behind
section 34(4) is to render the remainder of section 34 ineffective where the circumstances set out in section 36 apply. If the circumstances set

out in section 36 apply to an application, the priority of that application is as set out in section 36.

3.1 Convention countries

Section 5(1) of the Act defines a convention country as “an entity for the time being declared by an order under section 200 to be a convention
country for the purposes of that provision”.

The current Order in Council came into effect on 7 December 2000 and recognised the European Community as a convention country for the

purposes of convention claims.

The full list of convention countries can be found in Appendix 1.

3.2 Claiming convention priority

Section 36(1) of the Act states:

A person who has applied for the registration of a trade mark in a convention country (whether before or after it became a convention
country), or his or her legal representative or assignee, is entitled to registration of his or her trade mark in priority to other applicants,
and the registration has the same date as the date of the application in the convention country if the application is made within 6

months after the date of the convention country application.
Therefore, an applicant may claim a priority date that is earlier than the date of filing in New Zealand where:

1. An application has been made in a convention country in respect of the same trade mark;

2. The applicant who files the New Zealand application is either the same applicant or the legal representative or assignee of the
applicant who filed the convention country application; and

3. The New Zealand application is filed no later than six months after the date of filing of the convention country application.” If the
six-month period ends on a day when IPONZ is not open for business, the six-month period is extended until the next working day.f

Section 36(2) of the Act states:

Subsection (1) applies only in respect of the first application for the trade mark that is made in a convention country by a person and
does not apply to any subsequent applications for the trade mark by that person.

The convention country application must be the first application for the trade mark made by the applicant in any convention country.f
Section 36(3) of the Act states:

The use of the trade mark in New Zealand during the 6-month period referred to in subsection (1) does not affect the priority of the
application for the registration of the trade mark to which the convention country application relates.

Therefore, the use of the trade mark in New Zealand during the convention priority period does not affect the priority of the convention

application.

Footnotes



"The six-month period is calculated very simply: the month moves ahead by six months while the day remains unchanged. For example,
where convention priority of 1 February 2002 is claimed, the six month period commences on 2 February 2002 and concludes on 1 August
2002. See section 29 of the Interpretation Act 1999 for the definition of “month”, and section 35(2) of the Interpretation Act 1999 for the
definition of “a period of time described as beginning from or after a specified day”. As explained in The Laws of New Zealand, a calendar
month is “a period which begins on any day of a calendar month, and which ends on the day immediately preceding the numerically
corresponding day of the next calendar month” (The Laws of New Zealand, ‘Time’ para 5, Butterworths of New Zealand, 1994).

8Section 35(6) of the Interpretation Act 1999

9Section 36(2) of the Act.

3.3 Applying for convention priority

Where a claim to convention priority pertains to the entire application, the priority date of that application is the date on which the application
was filed in the convention country. A trade mark application containing a claim for convention priority on the basis of an earlier-filed

convention priority claim filed in New Zealand must contain: E
1. The date of the application from which priority is claimed; and
2. The country in which the application was made.

In addition, an applicant must advise IPONZ that it is claiming priority on the basis of an earlier-filed convention priority claim within two
days of the application being filed in New Zealand.! This period is not extendable under the Act.E Therefore, where an applicant applies for
convention priority more than 2 working days after the application is filed, the claim will not be accepted.'®

14

An applicant is not required to file a certified a copy of the convention documents unless requested by the Commissioner.

For more information on filing an application to register a trade mark, see the Practice Guidelines on Filing Trade Mark Applications.

Footnotes

10R(—:Agulations 47(1)(a) and 47(1)(b) of the Regulations
HRegulation 46(1) of the Regulations
12Regulation 46(2) of the Regulations
13Regulation 46(3) of the Regulations
14Regulation 47(2) of the Regulations

3.3.1 Incorrect convention claim

Where a claim to convention priority claim is made outside the six month time period permitted by section 36 of the Act or the applicant
makes an incorrect convention claim'® based on an earlier filed New Zealand application, the Office will delete the convention claim from the
application. The priority date of the application will therefore be the date the application was filed in New Zealand. The Office will only
notify the applicant the convention claim has been deleted where a Compliance Report raising other concerns in relation to the application is
issued.

Footnote

5practice Guideline Amendment 2007/11, IPONZ Newsletter, November 2007.

3.4 Multiple or partial convention priority


http://www.iponz.govt.nz/resolveUid/d15a7d39e5b21408f77b7e7bf3b2128b

An applicant may claim priority from more than one application filed in a convention country. An applicant may also claim convention
priority for only part of its New Zealand application. There is no limit to the number of convention priority claims that may be made in one
New Zealand application.

Where a claim to convention priority pertains to only part of the application, the following additional information is required:

1. The goods and services to which the claim relates:'®

2. Where the application in New Zealand is an application for the registration of a series of trade marks, a statement specifying to which of
the marks in the series the claim for convention priority relates.z

Where an applicant makes multiple convention priority claims or where an applicant claims convention priority in respect of only part of its
New Zealand application, the rights in each of the marks in the series, or the rights in each part of the specification, will accrue from the
relevant deemed date of registration for the purposes of sections 25(1)(a) and 25(1)(b) of the Act. However, the deemed date of registration
for the purpose of renewals will be the earliest convention priority date. The registration period will therefore run from the earliest convention
priority date.

Where an applicant makes multiple convention priority claims, or where an applicant claims convention priority in respect of only part of its
New Zealand application, all the convention priority details will appear in the “Explanations” field in the register.

Footnotes

16Regulation 47(1)(c) of the Regulations
17Regulation 47(1)(d) of the Regulations

3.4.1 Multiple or partial convention claims

An applicant may claim multiple convention priority dates where the different convention country applications relate to different parts of the
specification of goods or services.

An applicant may claim convention priority for part of a specification, and no convention priority for the remainder of that specification. For

example

New Zealand filing date: 25 February 2002
Class: 35

Specification: retail of clothing, lace, handbags and leather goods

Convention document data: XXX/2001, 16 October 2001, CH
Convention document data: XXX/2001, 12 November 2001, SE

Explanations:
Convention priority claimed: 16 October 2001, CH, in respect of retail of handbags.
Convention priority claimed: 12 November 2001, SE, in respect of retail of clothing and leather goods.

In the example above, for the purposes of section 25(1)(a) and section 25(1)(b):

» The priority date pertaining to “retail of handbags” is 16 October 2001.
+ The priority date pertaining to “retail of clothing and leather goods” is 12 November 2001.
* The priority date pertaining to “retail of lace” is 25 February 2002.

The applicant must clearly specify in its New Zealand application the priority date, convention country and goods/services that apply to each
18

convention priority claim.

Footnote

18 Regulation 47 of the Regulations




3.4.2 Multiple or partial series convention claims

An applicant who applies to register a series of trade marks in a single application may claim convention priority for one or more marks in the
series and not for the other mark(s) in the series. For example:

NZ filing date: 24 January 2003
Trade marks (3): LICK EMS, LICK'EMS, LICK-EMS
Class: 30

Specification: ice cream and ices

Convention document data: XXX/2002, 28 August 2002, US
Convention document data: XXX/2002, 17 September 2002, GB

Explanations:

Convention priority claimed: 28 August 2002, US, in respect of the first mark in the series, for ice cream and ices

Convention priority claimed: 17 September 2002, GB, in respect of the second mark in the series, for ice cream and ices.

An applicant may also claim convention priority for those marks in the series, where the convention priority claim(s) relate to part(s) of the
specification only. For example:

NZ filing date: 5 February 2003
Trade marks (3): SOMNOPAK, SOMNO-PAK, SomnoPak
Class: 35

Specification: retail of cosmetics, toiletries, pharmaceuticals and cameras

Convention document data: XXX/2002, 10 October 2002, EC
Convention document data: XXX/2002, 28 November 2002, FR
Convention document data: XXX/2002, 18 December 2002, CH

Explanations:
Convention priority claimed: 10 October 2002, EC, in respect of the first mark in the series, for retail of pharmaceuticals.
Convention priority claimed: 28 November 2002, FR, in respect of the first mark in the series, for retail of cosmetics and toiletries.

Convention priority claimed: 18 December 2002, CH, in respect of the third mark in the series, for retail of cosmetics, toiletries,
pharmaceuticals and cameras.

The applicant must clearly specify in its New Zealand application the priority date, convention country, trade mark and goods/services that
19

apply to each convention priority claim.

Footnote

19Regulation 47 of the Regulations




3.5 Equal priority

Equal priority may also apply to applications claiming convention priority.

3.5.1 Two convention claims

Two applications may claim convention priority based on convention country applications that were filed in different convention countries on
the same day. This scenario is analogous to that where two applications do not claim convention priority and are filed in New Zealand on the

same day. In both scenarios the applications concerned have equal priority.

Where two applications claim convention priority based on convention country applications that were filed on the same day, the procedure is
the same as that outlined in section 34(2) of the Act. Both applications are eligible for registration under the Act, where no other grounds for
refusal exists, and the examiner will not raise either application as a citation against the other. Rather, the examiner will notify each applicant

of the other application.

The applicants will receive this notification either within a Compliance Report or together with a Notice of Acceptance, as applicable.

3.5.2 Convention claim and non-convention claim

Occasionally it may transpire that one application claims convention priority based on a convention country application, a second application
does not claim convention priority, and the priority dates pertaining to both applications are the same. This scenario is analogous to that where
two applications do not claim convention priority and are filed in New Zealand on the same day. In both scenarios the applications concerned

have equal priority. For example:
* Application A was filed in New Zealand on 12 August 2002.
« Application B was filed in New Zealand on 20 December 2002, claiming priority from a convention country application that was filed on 12

August 2002.

Where an application claiming convention priority and an application that does not claim convention priority have equal priority, the
procedure is the same as that outlined in section 34(2) of the Act. Both applications are eligible for registration under the Act, where no other
grounds for refusal exists, and the examiner will not raise either application as a citation against the other. Rather, the examiner will notify
each applicant of the other application.

The applicants will receive this notification either within a Compliance Report or together with a Notice of Acceptance, as applicable.

3.5.3 Convention claim and accepted application

An applicant will occasionally file an application that has equal priority, by virtue of its claim to convention priority, with another application

that has already been accepted. This may occur in one of the following two ways:

+ Application A does not claim convention priority, and is accepted. Application B does claim convention priority, and is subsequently
examined. The convention priority date pertaining to application B is the same as application A’s New Zealand filing date.

» Application A claims convention priority, and is accepted. Application B also claims convention priority, and is subsequently examined.
The convention priority date pertaining to the application B is the same as the convention priority date pertaining to application A.

Where an application is discovered to have equal priority, by virtue of its claim to convention priority, with another application that has

already been accepted, the applications are both eligible for registration under the Act, where no other grounds for refusal exist. The examiner

will not raise the accepted application as a citation against the other, nor revoke acceptance of the accepted application, but will notify each

applicant of the other application.

The applicant in respect of the accepted application will be sent this notification in a letter, while the other applicant will receive the

notification either within a Compliance Report or together with a Notice of Acceptance (as applicable).



3.6 Convention documentation

The Commissioner is not required to compare an application that claims convention priority with the corresponding convention documents.
Regulation 47 of the Regulations states that:

The Commissioner may require an applicant to file, within the time specified by the Commissioner, a certified copy of the convention
document.

It is clear from the above regulation that there is no requirement to request an applicant to supply convention documentation for an application
that claims convention priority. It is Office practice to not request the corresponding convention documents for all trade mark applications that

claim convention priority.
The Office accepts applications that claim convention priority in good faith from applicants and trusts that the details supplied on application

are correct. The onus is on the applicant to supply the Office with the correct convention priority details so that the convention claim is valid.
If applicants do not supply the correct convention details then the convention priority claim may be invalid.

Appendix 1: Convention countries

Convention countries

Country Entry Into Force
Albania October 4, 1995
Algeria March 1, 1966
Andorra June 2, 2004
Antigua and Barbuda March 17, 2000
Argentina February 10, 1967
Armenia December 25, 1991
Australia October 10, 1925
Austria January 1, 1909
Azerbaijan December 25, 1995
Bahamas July 10, 1973
Bahrain October 29, 1997
Bangladesh March 3, 1991
Barbados March 12, 1985
Belarus December 25, 1991
Belgium July 7, 1884

Belize June 17, 2000

Benin January 10, 1967



Bhutan
Bolivia
Bosnia and Herzegovina
Botswana
Brazil
Bulgaria
Burkina Faso
Burundi
Cambodia
Cameroon
Canada
Central African Republic
Chad

Chile

China
Colombia
Comoros
Congo

Costa Rica
Cote d'Ivoire
Croatia
Cuba

Cyprus

Czech Republic

Democratic People's Republic of Korea

Democratic Republic of the Congo

Denmark

Djibouti

Dominica
Dominican Republic
Ecuador

Egypt

El Salvador

August 4, 2000
November 4, 1993
March 1, 1992
April 15, 1998

July 7, 1884

June 13, 1921
November 19, 1963
September 3, 1977
September 22, 1998
May 10, 1964

June 12, 1925
November 19, 1963
November 19, 1963
June 14, 1991
March 19, 1985
September 3, 1996
April 3, 2005
September 2, 1963
October 31, 1995
October 23, 1963
October 8, 1991
November 17, 1904
January 17, 1966
January 1, 1993
June 10, 1980
January 31, 1975
October 1, 1894
May 13, 2002
August 7, 1999
July 11, 1890

June 22, 1999

July 1, 1951

February 19, 1994



Equatorial Guinea
Estonia
Finland
France
Gabon
Gambia
Georgia
Germany
Ghana
Greece
Grenada
Guatemala
Guinea
Guinea-Bissau
Guyana
Haiti

Holy Sea
Honduras
Hungary
Iceland
India

Indonesia

Iran (Islamic Republic of)

Iraq

Ireland
Israel

Italy
Jamaica
Japan
Jordan
Kazakhstan
Kenya

Kyrgyzstan

June 26, 1997
August 24, 1994
September 20, 1921
July 7, 1884
February 29, 1964
January 21, 1992
December 25, 1991
May 1, 1903
September 28, 1976
October 2, 1924
September 22, 1998
August 18, 1998
February 5, 1982
June 28, 1988
October 25, 1994
July 1, 1958
September 29, 1960
February 4, 1994
January 1, 1909
May 5, 1962
December 7, 1998
December 24, 1950
December 16, 1959
January 24, 1976
December 4, 1925
March 24, 1950
July 7, 1884
December 24, 1999
July 15, 1899

July 17, 1972
December 25, 1991
June 14, 1965

December 25, 1991



Lao People's Democratic Republic
Latvia
Lebanon
Lesotho
Liberia
Libyan Arab Jamahiriya
Liechtenstein
Lithuania
Luxembourg
Madagascar
Malawi
Malaysia
Mali

Malta
Mauritania
Mauritius
Mexico
Monaco
Mongolia
Morocco
Mozambique
Namibia
Nepal
Netherlands
New Zealand
Nicaragua
Niger
Nigeria
Norway
Oman
Pakistan
Panama

Papua New Guinea

October 8, 1998
September 7, 1993
September 1, 1924
September 28, 1989
August 27, 1994
September 28, 1976
July 14, 1933

May 22, 1994

June 30, 1922
December 21, 1963
July 6, 1964
January 1, 1989
March 1, 1983
October 20, 1967
April 11, 1965
September 24, 1976
September 7, 1903
April 29, 1956
April 21, 1985
July 30, 1917

July 9, 1998
January 1, 2004
June 22, 2001

July 7, 1884

July 29, 1931

July 3, 1996

July 5, 1964
September 2, 1963
July 1, 1885

July 14, 1999

July 22, 2004
October 19, 1996

June 15, 1999



Paraguay

Peru

Philippines

Poland

Portugal

Qatar

Republic of Korea
Republic of Moldova
Romania

Russian Federation
Rwanda

Saint Kitts and Nevis

Saint Lucia

Saint Vincent and the Grenadines

San Marino

Sao Tome and Principe
Saudi Arabia

Senegal

Serbia and Montenegro
Seychelles

Sierra Leone
Singapore

Slovakia

Slovenia

South Africa

Spain

Sri Lanka

Sudan

Suriname

Swaziland

Sweden

Switzerland

Syrian Arab Republic

May 28, 1994
April 11, 1995
September 27, 1965
November 10, 1919
July 7, 1884

July 5, 2000

May 4, 1980
December 25, 1991
October 6, 1920
July 1, 1965

March 1, 1984
April 9, 1995

June 9, 1995
August 29, 1995
March 4, 1960
May 12, 1998
March 11, 2004
December 21, 1963
April 27, 1992
November 7, 2002
June 17, 1997
February 23, 1995
January 1, 1993
June 25, 1991
December 1, 1947
July 7, 1884
December 29, 1952
April 16, 1984
November 25, 1975
May 12, 1991

July 1, 1885

July 7, 1884

September 1, 1924



The former Yugoslav Republic of Macedonia
Tajikistan

Tonga

Togo

Trinidad and Tobago
Tunisia

Turkey

Turkmenistan

Uganda

Ukraine

United Arab Emirates
United Kingdom

United Republic of Tanzania
United States of America
Uruguay

Uzbekistan

Venezuela

Viet Nam

Zambia

Zimbabwe

December 25, 1991
September 8, 1991
September 10, 1967
June 14, 2001
August 1, 1964
July 7, 1884
October 10, 1925
December 25, 1991
June 14, 1965
December 25, 1991
September 19, 1996
July 7, 1884

June 16, 1963

May 30, 1887
March 18, 1967
December 25, 1991
September 12, 1995
March 8, 1949

April 6, 1965
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