INTELLECTUAL PROPERTY

NEW ZEALAND

18 Merger

Contents

1. Introduction

2. Merger
3. Filing an application for merger

3.1 Filing Locations
3.2 Confirmation of filing

4. Minimum filing requirements

5. Examination

5.1 Mark

5.2 Filing and convention dates
5.3 Status

5.4 Name of applicant or owner

5.5 Classification
6. The merger process

7. Rejection
Appendix 1: Application for merger

1. Introduction

Section 199(b)(ii) of Trade Marks Act 2002 allows for the making of regulations to provide for the merging of separate trade mark

applications or registrations.

Regulations 54-56 of the Trade Marks Regulations 2003 (“the Regulations”) prescribe the requirements for the merger of trade mark

applications or registrations.

2. Merger

A trade mark applicant may apply to merge two or more trade mark applications and a trade mark registration owner may apply to
merge two or more trade mark registrations into one application or registration respectively.

For example, an applicant may wish to merge separate applications that had been divided at an earlier date in order to overcome a
concern raised in a Compliance Report or an opposition proceeding.

An application for merger may be made be filed at any time.

3. Filing an application for merger

An application for the merger of a trade mark application or registration must be made in writing. The Commissioner will accept any
manner of written communication that contains all the requirements for filing the application under the Regulations.

IPONZ has provided an example of a merger application form to assist with filing an application for a merger.

There is no fee for filing an application to merge separate trade mark applications or registrations.

Footnote


http://www.iponz.govt.nz/cms/resolveUid/6e54c6cc90cd2cc5d0a05a6dbdc40318

T Regulation 55(a) of the Trade Marks Regulation 2003.

3.1 Filing Locations

2An application may be made through our online correspondence facility, which is available everyday, 24 hours a day.

Alternatively, a paper application may be filed between 8.30 am and 5 pm, Monday to Friday (not including public holidays). For our
postal details please see contact us.

Footnote

2 Regulation 55(a) of the Trade Marks Regulation 2003.

3.2 Confirmation of filing

IPONZ online services provide secure and immediate acknowledgement of your filing. For more information about our online services
please see www.iponz.govt.nz/online-services.

4, Minimum filing requirements

An application for the merger of separate trade mark applications must be made by the trade mark applicantf.
An application for the merger of separate trade mark registrations must be made by the owner of the registered trade marks®.

An application for merger must contain the following information?:
«  The name of the applicant for merger;

+ Their address for service;

« Ifthe applicant has an agent, the agent’s name; and

«  The numbers of all applications or registrations to be merged.

Footnote
3 Regulation 54(1) of the Trade Marks Regulations 2003.
4 Regulation 54(1) of the Trade Marks Regulations 2003.

5 Regulation 56 of the Trade Marks Regulations 2003.

5. Examination

Where a person applies for merger of trade mark applications or registrations, the Commissioner must be satisfied that the request to
merge the separate trade mark applications or registrations:


http://www.iponz.govt.nz/cms/banner_template/IPTMAPP
http://www.iponz.govt.nz/cms/resolveUid/cba2f9850a615f020bcc70a0ded5de56
http://www.iponz.govt.nz/cms/resolveuid/e4bba3db97a988c16b38ba25aa429167

«  Are for the same mark or series of marks;®

«  Have the same filing date and convention priority date, if any;’
+ Have the same status;®

«  Areinthe name of the same applicant or owner; ° and

. Are classified according to the same edition of the Nice Classification.'®

These requirements are discussed below. An application for a merger will not be accepted if the trade mark application or registration has
been refused, withdrawn or abandoned is no longer “active”.

Footnotes

6 Regulation 54(2)(a) of the Trade Marks Regulations 2003
7 Regulation 54(2)(b) of the Trade Marks Regulations 2003
8 Regulation 54(2)(c) of the Trade Marks Regulations 2003
9 Regulation 54(2)(d) of the Trade Marks Regulations 2003

10 Regulation 54(2)(e) of the Trade Marks Regulations 2003

5.1 Mark

An application for merger of separate trade mark applications or registrations will not be accepted where the marks are not identical' .
This includes the situation where the different trade mark applications or registrations would constitute a series but are not identical.

Footnote

11 Regulation 54(2)(e) of the Trade Marks Regulations 2003

5.2 Filing and convention dates

An application for merger of separate trade mark applications or registrations will not be accepted where the marks have a different filing
date or convention priority date’?.

An application for merger will not be accepted where one application or registration claims a multiple or partial convention priority and
the other application or registration does not.

Footnote

12 Regulation 54(2)(b) of the Trade Marks Regulations 2003.




5.3 Status

An application for merger of separate trade mark applications or registrations will not be accepted where the marks do not have the
same status_>. For example, where the marks are under examination then all the marks must be at examination status, namely, status 50.
Where the marks are registered all the subject marks must at the same registered status, namely status 100.

Footnote

13 Regulation 54(2)(c) of the Trade Marks Regulations 2003.

5.4 Name of applicant or owner

An application for merger of separate trade mark applications or registrations will not be accepted where the name of the applicant for
the merger is not exactly the same as the respective trade mark applicant or trade mark registration owner.'*

Footnote

14 Regulation 54(2)(d) of the Trade Marks Regulations 2003.

5.5 Classification

An application for merger of separate trade mark applications or registrations will not be accepted where the marks are not classified
according to the same edition of the Nice Classification or Schedule to the Trade Marks Regulations 1954.'°

Footnote

15 Regulation 55(a) of the Trade Marks Regulation 2003.

6. The merger process

Where an application for merger is accepted, the separate trade mark applications or registrations will be merged into the header file. The
header file is the lowest number of the trade mark application or registration. The header file will show the current status of the
applications or registrations, for example, “examination” or “registered”.

Each application or registration merged into a header file will appear on the IPONZ database as “merged” in the “current status” field. The
relevant numbers of the header file and the merged files will appear on the IPONZ database in the “related trade marks” field of both the
merged files and the header file.

7. Rejection



Where the details of an application for merger are not in order, the application will be rejected.

Where the Commissioner proposes to reject an application for the merger of separate trade mark applications or registrations, the
applicant will be sent a Notice of Rejection of Merger, advising that the application to merge is rejected. The Notice will state the grounds
on which the Commissioner rejects the application to merge the trade marks.
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http://www.iponz.govt.nz/cms/resolveuid/9a68f33ecd95012adb8def43b2c8976d
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