4 Absolute grounds - General

This document provides guidelines on whether absolute grounds exist for refusing registration of a
trade mark. In particular, these guidelines concern the absolute grounds for refusal stipulated in
section 17 of the Trade Marks Act 2002. These guidelines do not constrain the judgement and
discretion of the Commissioner of Trade Marks, and each application will be considered on its own
merits.

1. Introduction

registering a trade mark, and incorporates sections 17 to 21 of the
the registrability of a trade mark under section 17 of the Act.

Section 17(1)(b) prohibits the registration of any [ partof a trade mark, if
use of that matter would be contrary to New Zeal se be disentitled to

Section 17(2) prohibits the regi i ark if the trade mark application is made in bad
faith. This subsection o acerned with the question of whether the applicant

Section 17(3) is a i (b) of the Act. It permits the registration of a trade mark
even if us estricted or prohibited under the Smoke-free Environments Act
1990.

2. Deception or

ISection 17(1)(a) of the Act states:
The Commissioner must not register as a trade mark or part of a trade mark any matter...the
use of which would be likely to deceive or cause confusion...

Pursuant to section 17(1)(a) of the Act, the Commissioner must not register any matter as a trade
mark, or part of a trade mark, if the use of that matter is likely to deceive or cause confusion.

Deception or confusion is likely to occur if the trade mark or matter within the trade mark suggests
that the goods or services have a specific characteristic or characteristics that the goods or services
do not, in fact, have.



Consideration of section 17(1)(a) of the Act is more likely to be raised by a third party in opposition
proceedings where an opponent is relying on its reputation in the same or similar trade mark than
by an examiner in the course of examining the application.

When considering whether section 17(1)(a) of the Act prohibits the registration of a trade mark,
examiners should focus on whether there is any real likelihood that the trade mark, or matter within
the trade mark, will cause deception or confusion in the minds of consumers of the goods or services
in question. It is not the examiners role to determine whether there is a hypothetical possibility that
use of a trade mark is likely to deceive or cause confusion. An objection should therefore only be
raised at examination stage where the trade mark or matter within the trade mark suggests that the
goods or services have a specific characteristic or characteristics that the goods or services do not, in
fact, have.

Examiners should ask the following questions:

e Does the mark, or matter contained within the mark, suggest some characteristic of the
goods or services that those goods or services may nat, in fact,)have?

e [sthe suggested characteristic a prominent part of the mark2

e What is the context of the suggested characteristiclin the mark?

e Whois the ordinary consumer of the goodsr services?

e Inlight of the above factors, is there a reali(as opposed t@ya fanciful) likelihood that the
ordinary consumer of the goods or services injguestion will'beliéve that the goods or
services have the suggested characteristic?

2.1 Likelihood of deception orfconfusion

The question of whethersomethingds likely taddeceive or cause confusion was discussed in Pioneer
Hi-Bred Corn Co v Hy4Line Chicks Pty Ltd [1979] RPC 410, a NZ Court of Appeal decision. Richardson J
held at page 438 that'the question is‘aet on€ of “hypothetical possibilities” but is concerned with
“practical businessiprobabilities”. Although'the court’s consideration was in relation to section 16 of
the Trade Marks Act'2953 (“0953 Act”), the wording of that section mirrors the current wording of
section 17(1)(a) of the Act.

The relevant considerationsjwere set out by Richardson J at pages 422 to 423 of the Pioneer Hi-Bred
case’ andheamibe,summiarised as follows in relation to the current Act:

1. The onusislon the applicant for registration of the trade mark to establish that the proposed
mark d&és not offend against section 17 of the Act and that onus is discharged on the
balance of probabilities.?

2. Any evidence as to likelihood of deception or confusion must relate to the position at the
date of the application for registration.

3. The concern is with the possible future use of the mark in respect of the goods and/or
services specified in the application.

4. Section 17 of the Act is not concerned with the particular mode of presentation of the goods
and/or services adopted or proposed by the applicant but with the use of the mark in any
manner which may be regarded as a fair and proper use of it.*

5. In considering the likelihood of deception or confusion all the surrounding circumstances
have to be taken into consideration, including the circumstances in which the applicant’s



mark may be used, the market in which the goods and/or services may be bought and sold
and the character or those involved in that market.

6. Itis use of the mark in New Zealand that has to be considered and association of a similar
mark with another trader in overseas countries or market is irrelevant, except in so far as it
bears on the likelihood of deception or confusion in the New Zealand market.

7. ltisin relation to commercial dealings with the goods and/or services that the question of
deception or confusion has to be considered, and the persons whose states of mind are
material are the prospective or potential purchasers of the goods and/or services of the kind
to which the applicant may apply the mark and others involved in the purchase transactions.

8. Confusion and deception have different meanings. Haslam J considered their separate
meanings in the New Zealand Breweries Ltd v Heineken’s Bier Browerij Maatschappij NV
[1964] NZLR 115 (the Heineken case), at 142 where he stated:

mental impression. Causing “confusion” may go n
up the minds of the purchasing public.

market is likely to be deceived or confus
10. Where goods and/or services are sol
or domestic use, the examiner is e
and reactions as a member of the p

€ examiners own experience
hether buyers would be likely

kind not normally sold to t ordinarily sold and expected to be sold
in a particular trade, evidence of

persons accustome
is essential.’

ill not necessarily trigger a concern under section 17(1)(a) of the Act as
escribed are covered in the specification. The presumption is that the
ark on the relevant goods or services.

However, wher. pecification does not include the particular goods or services, examiners
should raise a concern under section 17(1)(a) of the Act on the grounds that if the mark were used
for goods and services other than those named within the mark this might deceive or cause
confusion as to the nature of the goods or services to which the mark were applied. For example:

Approach
Tuatara Class 3 No concern under section 17(1)(a) of the
Cold wash Bleaching preparations and other Act.
detergent substances for laundry use;

cleaning, polishing, scouring and
abrasive preparations; soaps




The words "cold wash detergent" fall within
some of the goods specified.

Presumption is that the mark will be used in
an appropriate fashion.

Tuatara Class 3 A concern should be raised under section
Cold wash Perfumery, essentials oils, 17(1)(a) of the Act on the basis that the
detergent cosmetics, hair lotions; dentifrices goods are clearly not detergents and could

result in deception and confusion in the
marketplace.

Tuatara Class 28 No concern under section 17(1)(a) of the
Stuffed teddy bears Act, as it is unlikely purchaser would
be confused as ta
potential pur

2.3 Particular characteristics

A trade mark indicating a particular characteristic
a concern under section 17(1)(a) of the Act. The
mark on goods or services that have that parti

necessarily trigger
plicant will only use the
e applicant will fall foul of

raise a concern under section 17(1)(a) : nds that if the mark were used on goods
e[ is might deceive or cause confusion as to the

Tuatara
Organic “organic” could be a characteristic of the goods specified.
Presumption is that the mark will be used in an appropriate
fashion.

No concern under section 17(1)(a) of the Act. The word “lite”
could be a characteristic of the goods specified ie. low-fat milk.

Tua
Lite

Presumption is that the mark will be used in an appropriate

fashion.
Tuatara Class 29 A concern should be raised under section 17(1)(a) of the Act on
Lite Full fat milk the basis that the goods are clearly not “lite” and could result in

deception and confusion in the marketplace.

2.4 Geographical names

A trade mark indicating a geographical name will not necessarily trigger a concern under section
17(1)(a) of the Act. The presumption is that the applicant will only use the mark on goods or services



that have the connection with that geographical name or else the applicant will fall foul of other
labeling legislation such as the Fair Trading Act 1986.

However, where the examiner is faced with information demonstrating that the geographical
reference is clearly inaccurate, such that consumers might believe that the goods or services
originate from that geographical place, and where it is clear that the goods or services in respect of
which the application has been made do not actually originate from that geographical place,
examiners should raise a concern under section 17(1)(a) of the Act.

A trade mark that includes the words “Product of New Zealand” on a mark to be used in relation to
shoes would not be cause for a concern under section 17(1)(a) of the Act at examlnatlon stage
unless the specification referred to shoes from Italy” or evidence of use wasgfiled showing that the

Tuatara Class 25
Made in Clothing that goods are, as sugg
New
Zealand
Tuatara Class 25 No concernu i e Act. Presumption is
New Clothing i Zealand.
Zealand
Tuatara Class 25 section 17(1)(a) of the Act as
New Imported e i i s foreign origin whereas
Zealand clothing
clothing
2.5 Suggestion of e
Where a trade ma S or contains the name or representation of a famous person® or the

ion,” the connection may imply sponsorship, patronage, permission
to which the trade mark is applied. If the applicant for

istered trade mark is not the appropriate person or controlling

t be misled into purchasing the goods or services because they believe
that the ed, endorsed or licensed by that person or organisation.

Where it is not hat the goods or services in respect of which the application has been made
have been so sponsored, endorsed or licensed, a concern should be raised under section 17(1)(a) of
the Act.

For example, connections of this kind would exist between “Peter Jackson” and entertainment
services, or “Sir Edmund Hillary” and mountaineering equipment. Where the application is filed by
the famous person to which the mark refers, or it is clear from other available information that the
applicant has permission to file for the mark, no objection will be raised. However, if the examiner is
not satisfied that the relevant relationship exists between the applicant and the famous name
referred to, a concern should be raised under section 17(1)(a) of the Act.



Where the person or organisation is only well known in relation to a particular area of activity, the
connection between the mark and the person or organisation may be less apparent. In such cases
the examiner should carefully consider the relationship between the goods or services in the
specification and the area of reputation of the person or organisation that appears in the trade
mark. Each case must be considered on its merits.

The name of the person or organisation may be so well known that the ordinary consumer will
associate the trade mark with the person or organisation concerned regardless of the goods or
services in respect of which the application has been made. In such a case, a concern will be raised
under section 17(1)(a) of the Act on the grounds that use of the mark is likely to deceive or cause
confusion.

For example, connections of this kind would exist between the “World Trade Organisation” and any
goods and/or services.

It should be noted, however, that the inclusion of the name of a well-known person need not always
cause deception or confusion. For example, the use of the name “TheLright Brothers’dinrelation to
aircraft transport services would be more likely to be regarded as@meference to a bygone era rather
than a suggestion that there is any endorsement of, or input by, the WikightBrothérs or their
descendants. However, if research indicates that thefeemmereialisation‘of a deceased person’s
name or image is being controlled by their estate@ranother authorized body, then a concern may
be raised under section 17 of the Act.

2.6 Plant varieties

Plant varieties are a type ofdntellectual property and,are protected under the Plant Variety Rights
Act 1987.

The grant of Plant Variety Rights foramew plant variety gives the holder the exclusive right to
produce for sale'ahd to sell reproductiveimaterial of that plant variety. In the case of vegetatively-
propagated fruit, ornamental and vegetable varieties, the grant of Plant Variety Rights gives the
holder the additional exelusiveiright to propagate the protected variety for the purpose of the
commeéreial praduction offruit, flewers or other products of that variety. A grant of Plant Variety
Rights lasts for 23%ears in the case of woody plants or their rootstock, and 20 years in every other
case.

Where Plant Variety Rights have been granted, the plant variety concerned will be identified by a
“denomination%gA plant variety denomination serves to distinguish plants of a particular variety
from plants of other varieties. Section 2 of the Plant Variety Rights Act 1987 defines “denomination”
as follows:

“Denomination”, in relation to any protected variety, or any variety that was a protected
variety until the grant made in respect of it expired, means the distinguishing name or
identification approved for that variety by the Commissioner under section 10(2)(a) of this
Act.

Therefore, a plant variety denomination serves to distinguish plants of a particular variety from
plants of other varieties even after the Plant Variety Rights grant in question has expired.



A trade mark that is the same as or similar to a plant variety denomination, in respect of plants or

plant material, is likely to make consumers believe that the goods on which the trade mark is used
belong to the plant variety that the denomination denotes. Consumers are likely to be deceived or
confused if this were not the case.

An examiner should raise a concern under section 17(1)(a) of the Act where:

e The mark consists of or contains the denomination pertaining to a plant variety in respect of
which a grant was made under the Plant Variety Rights Act 1987;

e The grant in question is either still in force, or is no longer in force;

e The trade mark application is in class 31 in respect of plants or plant material; 8

e The trade mark specification is not limited only to plant material t gs to the specific
plant variety that the denomination denotes; and

e The trade mark specification covers plant material that is of
matter that the denomination denotes.

Where the grant in question is still in force, the examiner sho e mark is
not registrable under section 17(1)(b) of the Act, as the usé of - ntrary to section
17(7) and section 37(3)(b) of the Plant Variety Rights Act

To overcome an examiner’s concern under this h
plant material that belongs to the specific pl

limit the specification to
ion denotes. However, as
ariety from plants of other

Alternatively, an applicant o that it no longer covers the same type of
plant material as the pl omination denotes. Deception or confusion is
unlikely, if the specifi icati erned does not cover plant material that is of the

ination denotes.

ification be limited to “pumpkins”. Where a trade mark is the
riety denomination in respect of a type of rose, and that trade mark is
consumers are unlikely to be deceived or confused into believing that
to the plant variety that the plant variety denomination denotes (being a type
of rose).

2.7 International Nen-preprietary-names-Non-Proprietary Names (HNNINNs)

2.7.1 Whatis an INN?

In the 1950s the World Health Organisation (WHO) developed a programme for identifying each
pharmaceutical substance by a unique,uriversaly-availablegeneric name, te-be-known as an
International Non-Proprietary Name (INN). The INN is the globally-recognised generic name for the
pharmaceutical substance. Anyone can use an INN to describe the pharmaceutical substance it
denotes.




WHO member states (including New Zealand) of a list of recommended INNs. The WHO requests
that member states take steps to prevent the acquisition of proprietary rights in INNs, including
preventing registration of INNs as trade marks.

The lists of recommended INNs can be found on the WHO website.

Lists of Recommended and Proposed INNs — World Health Organization

2.7.2 Section 17(1)(a) INN objections

A trade mark that is the same as, or contains, an INN in respect of pharmaceutical substances
(including veterinary substances) or similar class 5 goods is likely to make consumers believe that the
goods are, or contain, the pharmaceutical substance identified by the INN. Consumers would be
deceived or confused if this was not the case.

A trade mark that is similar to an INN or contains something similar to an INN may also deceive or
confuse consumers if it is used on pharmaceutical substances or similar class 5 goods other than
those identified by the INN.

Examiners will object under section 17(1)(a) of the Act where:




° the trade mark application is in respect of pharmaceutical substances (including
veterinary substances) or similar class 5 goods

° the mark is an INN or contains an INN, and

° the trade mark specification is not limited to the pharmaceutical substance identified by
the INN or goods containing the pharmaceutical substance identified by the INN (as
appropriate).

Examiners will also object under section 17(1)(a) of the Act where:

° the trade mark application is in respect of pharmaceutical substances (including
veterinary substances) or similar class 5 goods
° the mark is similar to an INN or contains something similar to an

° the trade mark specification is not limited to the pharmaceutd
the INN or goods containing the pharmaceutical substance.i
appropriate), and

will also be made on a case-by-case basis.

To overcome the section 17(1)(a) objection, i ods to align with the INN.

if any). See the table below.

position of hyphe

Prefix Beginning of the word guan-
Suffix End of the word -profen
Prefix & suffix | Beginning of the word or end of the word mer- / -mer
Infix Middle of the word -ster-

Infix Anywhere in the word (beginning, middle or end) barb

The WHO develops and maintains a list of stems. They publish a complete list of stems, as well as
lists of proposed and confirmed new stems, from time to time. Information about stems, including
the latest stem lists, can be found on the WHO website.

INN stems - World Health Organization




Stems should not be used in trade marks for pharmaceutical substances (including veterinary
substances) other than on the pharmaceuticals that are indicated by the stem.

2.8.2 Section 17(1)(a) INN stem objections

A trade mark that is or contains a stem in respect of pharmaceutical substances (including veterinary
substances) or similar class 5 goods is likely to make consumers believe that the goods have the
pharmacological properties indicated by the stem.

Examiners will object under section 17(1)(a) of the Act where:

° the trade mark application is in respect of pharmaceutical subs

veterinary substances) or similar class 5 goods
° the mark is a stem, or contains a stem in a meaningful wa
° the trade mark specification is not limited to goods th

properties indicated by the stem.

To overcome the section 17(1)(a) objection, the applicantdna 0 hat have the
pharmacological properties indicated by the stem.

2.8.2.1 Determining whether a trade mark contains an INN ste

Examiners will consider whether the presenge of a ste eaningfulfenough that it is likely to
deceive or cause confusion. This assessmentWill be made @ .. by-case basis.

Where the presence of the stem is ¢lea rwhelmed by the meaning of the trade mark as a
whole, the inclusion of the ste c aningful enough to deceive or cause
confusion. See the table bel

-ast GERMMBLASTRY
-gquine m '!]l NECK WANE for the rhyming horse with neck pain
-dil DARRQDIL

gab VAGABOND
gest ONGESTON CANNON

sal Y FORTH & CONQUER!
som- PHARMACEUTICALS

III

When deciding er the presence of a stem in a trade mark is “meaningful” enough that
deception or confusion is likely, examiners will consider the principles outlined in Boehringer
Ingelheim International GmbH [2012] ATMO 117. In that case, Hearing Officer Thompson considered
the trade mark ZELCIVOL (which contains the stem -ol) in light of section 43 of the Australian Trade
Marks Act 1995.

Following the general principles outlined in the ZELCIVOL case, examiners will consider the use of a
stem in a trade mark is unlikely to result in deception or confusion where most of the following
factors are present:




e The stem s in common use in relation to pharmaceuticals which do not have the
pharmacological properties indicated by the stem, as evidenced by both the state of the
register and the marketplace.

e The stem of concern is only 2 or 3 letters long.

e Alternative obvious stems are present in the mark, in the same position within the word. For
example, the trade mark KASAL might be viewed as having 2 alternative suffixes, both of
which are stems: sal or -al.

e In the context of the trade mark, the stem is not obviously being used as the stem of
concern because the other material in the word “does not conform with the usual
formulation specific to the INN-stem under consideration” (ZELCIVOL decision, paragraph

23).

2-82.9 Generic names of pesticides or agrochemicals

A trade mark that is the same as, or confusingly si
agrochemical in respect of those goods or similar is likely pnsumers believe that the
goods are, or contain, the pesticide or agroc i
trade mark that is the same as or confusing
agrochemical, in respect of services related icals, is likely to make

emical that the generic name

ontain the pesticide or agrochemical that the generic name
es related to the pesticide or agrochemical that the generic name

To overcome an examiner’s concern under this heading, the applicant may limit the specification to
accordtothe g name for the pesticide or agrochemical. However, as the generic name for a
pesticide or agrochemical serves to distinguish a particular pesticide or agrochemical from another
pesticide or agrochemical, it is incapable of distinguishing trade origin. Should the applicant agree to
limit the specification in this way, any registrability objection raised under section 18 of the Act that
the mark lacks distinctive character will still remain outstanding.

3. Contrary to law

Section 17(1)(b) of the Act states:



The Commissioner must not register a trade mark or part of a trade mark any matter...the
use of which is contrary to New Zealand law or would otherwise be disentitled to protection
in any court...

Pursuant to section 17(1)(b) of the Act, an application for registration of a trade mark must be

rejected if use of the mark would be contrary to law or would otherwise be disentitled to protection
in any court.

3.1 Use that is contrary to New Zealand law

Section 17(1)(b) prohibits the registration of a trade mark where the use
“contrary to New Zealand law”.

The use of a trade mark is “contrary to New Zealand law” where t seisi
piece of New Zealand legislation.

Examiners should only raise concerns under this part of s€ ere the use of

the mark would result in a clear breach of an Act o

When considering whether the use of a trad rk ew Zealand law”,
examiners should consider:

e  Whether the trade mark co use of which is prohibited by a

Of the two possibilities listed above, examiners are most likely to raise concerns that the use of a
mark would be rary to New Zealand law” where the mark consists of or contains matter whose
use is prohibited by a particular piece of legislation.

3.1.2 The Geneva Conventions Act 1958
Section 8(1) of The Geneva Conventions Act 1958 provides that:

Subject to the provisions of this section, it shall not be lawful for any person, without the authority
of the Minister of Defence or a person authorised by him in writing to give consent under this



section, to use for any purpose whatsoever any of the following emblems, designations, designs, or
wordings, that is to say:

1. The emblem of a red cross with vertical and horizontal arms of the same length on, and
completely surrounded by, a white ground, or the designation ”"Red Cross" or “Geneva
Cross”:

2. The emblem of a red crescent moon on, and completely surrounded by, a white ground, or
the designation “Red Crescent”:

a. The emblem of a red crystal, composed of a red frame in the shape of a square on
edge on a white ground, or the designation 'Red Crystal":"

3. The following emblem in red on, and completely surrounded by, a white ground, that is to
say, a lion passing from right to left of, and with its face turned towase e observer,
holding erect in its raised right forepaw a scimitar, with, appeari
upper half of the sun shooting forth rays, or the designation “

4. Any design consisting of a white or silver cross with vertic

of being mistaken for that heraldic emblem:

5. Any design or wording so nearly resembling any
the foregoing provisions of this subsection
case may be, understood as referring to, of those

+(O

Red Cross, Red Crescent and
Red Lion and

Sun

en for, or, as the

A

Heraldic emblem of the Swiss
Confederation

Where a mark ns a device of a cross with vertical and horizontal arms of the same length,® or
contains the words RED CROSS or GENEVA CROSS, the examiner should raise concerns that the mark
is not registrable under section 17(1)(b) of the Act, with reference to sections 8(1)(a), 8(1)(d) and
8(1)(e) of the Geneva Conventions Act 1958.

The applicant may be able to overcome the examiner’s concerns by agreeing to the entry of a “red
cross” condition on the register, namely:

It is a condition of registration that the mark shall not be used with the cross device
appearing thereon in red on a white ground, or in white or silver on a red ground, or in any
similar respective colour or colours.



3.1.2.2 Marks containing a crescent moon device

Where a mark contains a device of a crescent moon,° or contains the words RED CRESCENT, the
examiner should raise concerns that the mark is not registrable under section 17(1)(b) of the Act,
with reference to sections 8(1)(b) and 8(1)(e) of the Geneva Conventions Act 1958.

The applicant may be able to overcome the examiner’s concerns by agreeing to the entry of a “red
crescent” condition on the register, namely:

It is a condition of registration that the mark shall not be used with the cre vice appearing
thereon in red on a white ground, or in any similar respective colour or c

3.1.2.3 Marks containing a red crystal device

Where a mark contains a device of the red crystal,'! comp shape of a
square on edge on a white ground, or contains the iner should raise
concerns that the mark is not registrable under s with reference to

sections 8(1)(b) and 8(1)(e) of the Geneva C

The applicant may be able to overcome the i greeing to the entry of a “red
crystal” condition on the register, n

d with the crystal device appearing
ective colour or colours.

ntains the words RED LION AND SUN, the examiner should raise
registrable under section 17(1)(b) of the Act, with reference to
sectio the Geneva Conventions Act 1958.

3.1.3 The Police Act 1958
Section 51A(1) of the Police Act 1958 states:
Every person, other than a member of the Police, commits an offence who uses —
(a) Any ... other article, to which this section applies; or
(b) Any ... article, that closely resembles any ... other article to which this section applies —

in circumstances likely to lead any person to believe that the user is a member of the Police.



Section 51A(2) of the Police Act 1958 states:
Every person commits an offence who uses —
(a) Any ... other article, to which this section applies; or
(b) Any ... article, that closely resembles any ... other article to which this section applies, -
without the prior approval of the Commissioner.

Regulation 31 of the Police Regulations 1992 states that section 51A of the Act applies to the Police
crest and badge, as shown below.

Where a mark contains the Police crest andbadge,ahd where the applicant is not the New Zealand
Police, the examiner should raise,caoncerns thatthe mark is not registrable under section 17(1)(b) of
the Act, with referenée to section'51A of the Police Act 1958.

3.1.4 The Commonwealth,Games Symbol Protection Act 1974

Section 3 of the Commonwealth Games Symbol Protection Act 1974 prohibits the use of the
followinguunléssiconsentshas been obtained from the Minister of Internal Affairs or the
circumstances set'out in section 3(3) of the Commonwealth Games Symbol Protection Act 1974

apply:
o The official symbol of the Xth British Commonwealth Games;
e Any mark, emblem or design that so nearly resembles the official symbol of the Xth British

Commonwealth Games as to be likely to deceive.

The official symbol of the Xth British Commonwealth Games is shown below.



NZ
ZN

Where a mark consists of or contains the official symbol of the Xth British Commonwealth Games or
a representation so nearly resembling it as to be likely to deceive, and where it appears that the
circumstances set out in section 3(3) of the Commonwealth Games Symbol Protection Act 1974 do
not apply, the examiner should raise concerns that the mark is not registrable under'section 17(1)(b)
of the Act, with reference to section 3 of the Commonwealth GamesfSymbol‘Protection'Act 1974.

3.1.5 The Flags, Emblems, and Names Protection Act 1981
The title of the Flags, Emblems and Names Protection Act 1981'states thatithe purpose of that Act is:

To declare the New Zealand Ensign to'be the NeWw Zealand Flag and to make provision
relating to its use and to the use of eertain other flags, andgio make better provision for the
protection of certain names andiemblems'of Royal, national, international, commercial, or
other significance.

Section 21(2) of the Flags, Emblems and'Names Protection Act 1981 states:

Where any Actfprovides for'the registration of any emblem, then, notwithstanding anything
in that Act, the registeking authority shall not register any emblem on the application of any
person ifithe uselof that emblem, by that person would constitute an offence against any of
the provisions of this'Act.

Sectionspl2 —14;,16 - 17 and 19 -20A of the Flags, Emblems and Names Protection Act 1981 are
directly relevantto,the registrability of trade marks under section 17(1)(b) of the Trade Marks Act
2002,@s these sections prohibit the use of certain words, names, representations and emblems
unless certain‘exceptionsapply.

Where a mark contaihs any of the items whose use is prohibited under the Flags, Emblems and
Names Protection Act 1981, the examiner should raise concerns that the mark is not registrable
under section 17(1)(b) of the Act, with reference to the relevant section(s) of the Flags, Emblems and
Names Protection Act 1981.

3.1.5.1 Royal or vice-regal emblem

Section 12 of the Flags, Emblems and Names Protection Act 1981 prohibits the use of certain Royal
and vice-regal emblems if:



e The manner of the use is such that any person is likely to believe that the use has the
“authority, sanction, approval, appointment or patronage of” the Queen or the Governor-
General; and

e The use has not been authorised by the Queen or the Governor-General.

Section 12 covers the following:

e Any representation of the Coat of Arms of Her Majesty or any other member of the Royal
family;

e Any representation of any Royal crown, Royal coronet, Royal cypher or Royal badge;

e Any representation of the Royal Standard or the Sovereign’s personal flag for New Zealand,;

e Any representation of the Governor-General’s flag;

e Any representation that so closely resembles any of the above a be like cause any

person to believe that it is that thing. ,

The Royal Coat of Arms

The Royal Crown

The Governor-General's Flag

The Queen's New Zealand Standard

3.1.5.2 State emblems



Section 13 of the Flags, Emblems and Names Protection Act 1981 prohibits the use of certain state
emblems if:

e The manner of the use is such that any person is likely to believe that the use has the
“authority, sanction, approval, appointment or patronage of” the government, or of any
Minister of the Crown, or of any government department; and

e The use is not authorised by or under any other Act; and

e The prior written consent of the Minister has not been obtained; and

e The use is not by an officer of the Crown acting in the course of his official duties.

Section 13 covers the following:

Any representation of the Coat of Arms of New Zealand;

e Any representation of the Seal of New Zealand,;
e Any representation of any emblem or official stamp of an ernment de t;
e Any representation that so closely resembles any of the ab as topbe lik se any
person to believe that it is that thing. A
A
3.1.5.3 Words th lorgo ent patronage

Section 14( ems and Name Protection Act 1981 prohibits the use of the word
I's consent has been obtained.

onsent from the Governor-General is not required if:

word “royal” is expressly authorised by or under any other Act; or

e Thewo oyal” comprises the whole or part of the proper name of any town, road or
other place, and that place name is used in full; or

e The word “royal” is the surname of the person engaging in the business, trade or
occupation, or of a foundation member of the applicant association.

Where a concern is raised and none of the above exceptions apply, the applicant may request that
the Office applies for consent for the use of the word “royal” on their behalf. This will only be done
once there are no other outstanding concerns with the trade mark application.

Before applying for consent from the Governor-General to the use of the word “royal” on behalf of
the applicant, the Office will ask the applicant for the following information:



A company profile of the applicant’s business that explains what they do; and

A history of the applicant’s business; and

A copy of a recent annual report of the applicant’s business (where applicable); and
Evidence of royal title or royal patronage of your organisation, if appropriate; and

e How the Applicant intends to use the mark; and

e The origins of the mark.

Once this documentation has been received, the Office will apply on behalf of the applicant to the
Ministry for Culture and Heritage requesting them to provide advice as to whether the application is
acceptable and whether they recommend the Governor-General permit the use of the word “royal”
within the applicant’s trade mark in terms of section 14 of the Flags, Emblems and Names Protection

17(1)(b)(1) of the Act will be withdrawn.

The Ministry for Culture and Heritage publish guidelines for appli
their website.

Use of the word ‘Royal’ — Ministry of Culture and Heritage

GOVERNMENT unless:

e The use of the word GOVERNMEN
e The use of the word GOVERNM rised by the Minister of
Internal Affairs; or

e The word GOVERN i ' person engaging in the business, trade or
occupation.

es Protection Act 1981 prohibits the use of any other
patronage of Her Majesty, any other member of the

e word or statement in question has been expressly authorised by the relevant

r statement in question comprises the whole or part of the proper name of any
town, road or other place, and that place name is used in full; or

e The word or statement in question is the surname of the person engaging in the business,
trade or occupation.

Section 14(3)(d) of the Flags, Emblems and Names Protection Act 1981 prohibits the use of any word
or statement that claims or implies connection with any society or body incorporated by Royal
Charter, unless:

e The use of the word or statement in question is expressly authorised by or under any other
Act; or


https://www.mch.govt.nz/our-work/flags-anthems-and-emblems/use-word-royal

e The word or statement in question comprises the whole or part of the proper name of any
town, road or other place, and that place name is used in full; or

e The word or statement in question is the surname of the person engaging in the business,
trade or occupation.

3.1.5.4 Names or emblems of the United Nations

Section 16(1) of the Flags, Emblems and Names Protection Act 1981 prohibits the use of the
following unless the use has been authorised by the Secretary-General of the United Nations:

The name of the United Nations;

The emblem of the United Nations;

Any word or words that incorporate the name of the Uni
Any word or words that incorporate any abbreviation or va
Nations.

e United

Official Seal, or Name of the \
Health Organisatio

Gazette, 1950, age emblem and seal of the World Health Organisation;
The name of the World Health Organisation;

Any abbreviation or variation of that name;

Any word(s) that incorporate that name, abbreviation or

variation.
The ICAO Offi blem and Seal | Prohibits the use of:
Notice 1958
The emblem of the International Civil Aviation
Gazette, 1958, at page 174 Organisation;
The seal of the International Civil Aviation Organisation.
The International Atomic Energy Prohibits the use of:
Agency Name and Emblem Notice
1961 The name of the International Atomic Energy Agency

(IAEA);
SR 1961/93




The official emblem and seal of the IAEA;

Any other name, word, seal, emblem or device having
reference in any way to the IAEA.

The International Criminal Police
Organisation Name Notice 1962

SR 1962/69

Prohibits the use of:

The name of the International Criminal Police Organisation;
The word INTERPOL;

Any other name, word, seal, emblem or device having

reference in any way to the Interna iminal Police
Organisation.

The United Nations Educational,
Scientific and Cultural Organisation
Name and Emblem Notice1966

SR 1966/12

The World Bank Group Names an
Emblems Notice 1966

SR 1966/13

Prohibits the use of:

The name of the United N s Educatio entific and
Cultural OrganisationgJNESC

The word UNESCO

official emblem or seal of the International Bank for
Reconstruction and Development;

Any other name, word, seal, emblem or device having
reference in any way to the International Bank for
Reconstruction and Development;

The name of the International Finance Corporation;

The official emblem and seal of the International Finance
Corporation;

Any other name, word, seal, emblem or device having
reference in any way to the International Finance

Corporation;

The name of the International Development Association;




The official emblem and seal of the International
Development Association;
Any other name, word, seal, emblem or device having
reference in any way to the International Development
Association.
The World Meteorological Prohibits the use of:
Organisation Name and Emblem
Notice 1968 The name of the World Meteorological Organisation;
SR 1968/126 The official emblem of the World Meteorological
Organisation;
Any other name, word, seal,
reference in any way to the
Organisation.
3.1.5.5 ANZAC
Section 17 of the Flags, Emblems and Name ect 981 p the use of:
e The word ANZAC;
e Any word that so closely r Ca be likely to deceive or mislead any
person.
It is an offence to use the w rd that so closely resembles the word ANZAC
as to be likely to deceiveer mi in contravention of an order made under section
17(1) of the Flags, Eq ] Act 1981. The notices specified in Part C of

er section 17(1) of that Act.

Content

Prohibits the use of the word ANZAC in connection with any
trade or business.

Amending Notice as to the Use of Allows the use of the word ANZAC in certain circumstances,
the word “ANZAC” but only provided the word is not used as, or for the
purposes of, a trade mark.

Gazette, 1916, at page 3765

3.1.5.6 Words and Emblems of the 28th Maori Battalion

Section 18A of the Flags, Emblems and Names Protection Act 1981 prohibits the unauthorised use of
words and emblems relating to the 28th Maori Battalion:



28th Maori Battalion

28 Maori Battalion

Maori Battalion

28th Maori Battalion Association

e 28th Maori Battalion (NZ) Association Incorporated
e Te Ope HGia Maori 28

e Te Ope Taua Maori 28

e Te Hokowhitu Maori 28

NeZ
V77 28 \\1

\\:'\‘f(ﬂj/

ASSOCIATION |

3.1.5.7 Girl Guides Association

hibits the use of the following

Content
Prohibits the use of:

GIRL GUIDES ASSOCIATION;

BROWNIE;

GIRL GUIDE;

SEA GUIDE;

SEA RANGER;

RANGER GUIDE;

AIR GUIDE;

AIR RANGER;




LONE GUIDE;

POST GUIDE;

GUIDER;

BROWN OWL;

TAWNY OWL;

EAGLE OWL;

LAUGHING OWL.

(Also prohibits the use of adges,

belt buckles and brooches.

3.1.5.8 "Toc H" and the button-badge of Toc-H

e The name “Toc H”;
e The button-badge of Tog H escription inthe Gazette, 1939, at page 2012).

3.1.5.9 Commercial

s Protection Act 1981 prohibits the use of certain
nless the use is expressly authorised:

e Department of Scientific and industrial research;
e Ruakura;

e Wheat Research Institute;

e New Zealand Soil Bureau;

e New Zealand Oceanographic Institute;

e Soil Conservation Centre;

e Physics and Engineering Laboratory;

e Institute of Nuclear Sciences;

e Dominion Physical Laboratory;

e NECAL;



NZGS;

Animal Research Laboratory;

Agricultural Research Centre;

Management Consultancy Services;

e MAF;

e New Zealand Communicable Disease Centre;

e Any word or name that so closely resembles any of the above as to be likely to deceive or
mislead any person.

3.1.6 The Plant Variety Rights Act 1987

Section 17(7) of the Plant Variety Rights Act 1987 states:

The sale under the denomination of a protected variety of i < some
other variety constitutes an infringement of the rightsmun antee of
that protected variety, unless the groups of plant elong are

internationally recognised as being distinct f

al under a denomination
of that protected variety,

Pursuant to section 17(7) of that Act, the sale of r
that denotes a protected plant variety infri
unless one of two scenarios applies:

e The reproductive plant ma
denomination denotes;

plant variety that the

. Ised as being distinct for the purposes of

Every per r i riety who falsely represents ... that the material is
variety (being a variety that is a protected variety or a variety in
ation has been made) ... commits an offence.

d section 37(3)(b) of the Plant Variety Rights Act 1987 that it is an
offenc material of a plant variety under a protected denomination that does
not denote that p variety, unless the variety that is being sold is from a group of plants that is
internationally recagnised as being distinct for the purposes of denomination from the group of
plants that the cted denomination denotes.

Where the following circumstances apply, the examiner should raise concerns that the mark is not
registrable under section 17(1)(b) of the Act, with reference to sections 17(7) and 37(3)(b) of the
Plant Variety Rights Act 1987:

e The mark consists of or contains the denomination pertaining to a plant variety in respect of
which a grant has been made under the Plant Variety Rights Act 1987;

e The grantin question is still in force;*

e The trade mark application is in class 31 in respect of plants or plant material;*



e The trade mark specification is not limited only to plant material that belongs to the
protected plant variety that the denomination denotes; and

e The trade mark specification covers plant material from a group of plants that is not
internationally recognised as being distinct for the purposes of denomination from the
group of plants that the protected denomination denotes.

The examiner should also raise concerns that the mark is not registrable under section 17(1)(a) of
the Act, as the use of the mark would be likely to deceive or cause confusion.®

In response to the examiner’s concerns the applicant may request that the specification be limited
to only plant material that belongs to the protected plant variety that the denomination denotes.

Should the applicant agree to limit the specification in this way, however, co will then be
raised that the mark lacks distinctive character and therefore is not regist
the Act.”’

Alternatively, the applicant may overcome the examiner’s concer
that it covers only plant material from a group of plants that is,i

distinct for the purposes of denomination from the group
denotes.

Example:

The applicant applies to register as
protected variety of rose, in respec
applicant subsequently requests tha

omination that denotes a
including vegetables”. The
ited to “pumpkins”.

3.1.7 The Racing Act 2003

Section 24(1) of the

o g Conference;?!

o ealand Thoroughbred Racing;??

o ing Conference;®

o Harness Racing New Zealand;*

o New Zealand Greyhound Racing Association.?

Where a mark contains any of the above, the examiner should raise concerns that the mark is not
registrable under section 17(1)(b) of the Act, with reference to section 24(1) of the Racing Act 2003.

It should be noted, however, that nothing in section 24 prevents a racing club from having or using a

name containing the word or words “racing”, “thoroughbred racing”, “harness racing”, “trotting”, or
“greyhound racing” in any form except those specified above.?®



3.1.8 Major Events Management Act 2007

2"The Major Events Management Act 2007 introduces a number of obligations for the Commissioner
of Trade Marks, details of which are set out below.

The term “emblem” is defined in section 4 of the Major Events Management Act 2007 as meaning:

...an identifying device, seal, indicium, image, mark, trade mark, badge, symbol, design,
logotype, or sign; and includes any printed or other visual representation of the emblem —

(a) on aflag, banner, sign, or other printed or written material; or
(b) made by way of a pictorial representation or other visual image;
(c) made in any other manner

3.1.8.1 Major event words and emblems

Council.

Section 15(1) of the Major Events Manage
Marks must not register an emblem if the u

e Commissioner of Trade
person would breach section

10.
Section 10 of the Major Even des, subject to certain exceptions, that:
1. No person m 's protection period, make any representation in a
n that there is an association between the major
Sectio s Management Act 2007 states that a Court may presume a

representation is
“unauthorised” or *

reach of section 10 if it includes any of the following (even if words such as
official” are used):

a major event emblem; or

a major event word or major event words; or

a representation that so closely resembles a major event emblem, a major event word,
or major event words as to be likely to deceive or confuse a reasonable person.

T o

Where the following circumstances apply, the examiner should therefore raise concerns that the
mark is not registrable under section 17(1)(b) of the Trade Marks Act 2002, with reference to section
15 of the Major Events Management Act 2007:



e The mark consists of or includes an emblem and/or word that has been declared a major
event emblem or major event word, or so closely resembles a major event emblem, word, or
words as to be likely to deceive or confuse a reasonable person;

e The application for registration was filed during the major event's protection period or the
application for registration was filed before the start of the protection period but is not
registered at the start of the protection period?;

e Use of the mark is not covered by one of the relevant exceptions in section 12 of the Major
Events Management Act 2007 namely:

e The applicant for the mark is, or has the written authorisation of, the major event
organiser as specified in the Order in Council;

1. The word or emblem comprises the whole or part of:

the proper name of any town or road or other place i nd; or
2. thelegal or trade name of the person making th 2
3. an existing registered trade mark

The examiner should also consider whether use of the mark v
confusion. For example, if use of the mark may imply spoxn 3 i roval by the
major event organiser an objection may be relevant unde

3.1.8.2 Permanently protected emblems and words
Part 3 of the Major Events Manage 20 emblems and words that are
permanently protected.

ted provides written authorisation, it is an offence to in any business,
trade, or occupation,display, exhibit, or otherwise use any word, name, title, style, or designation

that:

(i) includes any emblem or word in Parts 1 to 3 of the Schedule; or
(i) so closely resembles any emblem or word in Parts 1 to 3 of the Schedule as to be likely to
deceive or confuse any person.

Where the following circumstances apply, the examiner should raise concerns that the mark is not
registrable under section 17(1)(b) of the Act, with reference to section 34 of the Major Events
Management Act 2007:

e The mark consists of or includes an emblem and/or word that has been set out in Schedules
1 to 3 of the Major Events Management Act, or any abbreviation, extension, derivation of



the aforementioned, or a name that has the same or similar meaning to the
aforementioned.

e Use of the mark has not been expressly authorised by the New Zealand Olympic Committee
Incorporated (which must make a decision within 10 working days of application for
authorisation or will be deemed to have given the authorisation sought3°)

e Use of the mark is not covered by one of the relevant exceptions in section 30 of the Major
Events Management Act 2007 namely:

o That use of the emblem or word is expressly authorised by or under any Act or by
the Governor-General by Order in Council; or
o That immediately before 19 December 1998 use of the emblem or word was:

1. expressly authorised by a person lawfully entitled to
2. the emblem or word was registered under any s

ive,authority; or

o The emblem or word is part of the description of
facilities operated by a local authority or commun
o The emblem or word is to be used for the p i ith, a radio or

Games; or
o The word comprises the wh
other place in New Zealand

o The word is the surname or initi i ember of the body or of the
person engaging in i

the Act.!
The contents of

Part 1: Em S

-5
QL e
QR

The Five Ring Olympic

Symbol The Five Ring Olympic Symbol with a Fern Leaf

(as depicted above, orin (as depicted above, or in black, with or without the words
black “New Zealand” or “New Zealand Olympic Committee” or

any abbreviation or combination of those words)



The Five Ring Olympic
Symbol with a Fern Leaf
and the words “New
Zealand”

NEW ZEALAND
=,
o, ! &

%
%, \a
O'VWEM_T“ »

The New Zealand
Commonwealth Games
Symbol

(as depicted above, or in
black)

O

“Goldie” the Official New Zealand Olympic mascot

(as depicted above, or in any other form, colours, or pose,
with or without any sporting equipment, with or without
the New Zealand flag or any flag picturing the five Olympic
rings, and with or without words or other symbols)

A"V 4

The Olympic Flame Symbol

(as depicted above, or in any other form, colours, context,
or position, or in a hand-held torch with the Five Ring
Olympic symbol, whether or not the Five Ring Olympic
symbol is on a flag, and whether or not the torch and
symbol are with the New Zealand Flag, or a Fern Leaf, or
both)



NEW ZEALAND NEW ZEALAND

The New Zealand The New Zealand Youth Olympic Festival Emblem
Commonwealth Youth
Games Emblem (as depicted above, or in black

(as depicted above, orin
black)

The Commonwealth Games Federation Emblem

Part 2: Words that a

al Olympic Committee”; “New Zealand Commonwealth Games
ommonwealth Youth Games Team”; “National Olympic Committee”;

mittee Incorporated”; “New Zealand Olympic Team”; “New Zealand
| Team”; “Olympic Games”; “Olympic Gold”

Part 3: Words relating to Olympic and Commonwealth Games

1. The expressions “Turin 2006”, “Torino 2006”, “Melbourne 2006”, “Beijing 2008”, and any
words in column A when used in connection with any words in column B.

Column A Column B

Commonwealth Turin, Tornio
Games Melbourne
Olympiad Beijing
Olympian 2006, 2008




Olympic 20th, Twentieth, XXth

26th, Twenty-sixth, XXVIth

29th, Twenty-ninth, XXIXth

2. The expressions “Games City”, “Gold Games”, “One Team One Spirit”, and “One Team Our
Team”.

3. Any abbreviation, extension, or derivation of a word or words in clause 1 or 2

4. Words that have the same meaning as, or a similar meaning to, a word or words in clause 1
or2.

3.2 Use that would otherwise be disentitled to protection in any court

Section 17(1)(b) of the Act prohibits the registration of a trade m ere the atitrade

mark “would otherwise be disentitled to protection in any court”.

This wording primarily applies to trade marks whose use on law action

of passing off, or whose use would amount to a brea
These matters are ones that are more properly d

exceptional circumstances will IPONZ reject
“would otherwise be disentitled to protecti

4. Offensive trade marks

Section 17(1)(c) of the
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Section 17(1)(c) of the Act prohibits registration if the Commissioner thinks the use or registration of
the mark, or something within the mark, is likely to offend a significant section of the community.

The word “offend” is defined in the Oxford English Dictionary as meaning

vex, annoy, displease, anger; (how esp.) to excite a feeling
annovyance, or disgust in (someone).

New Zealand register as'a trade mark or part of a trade
Trade Marks Act 1953 — section y.scandalo

16(1)
Australia ) ati 2gistration of a trade mark must be

Trade Marks Act 1995 — secti

42(a)

UK k shall not be registered if it is contrary to public
Trade Marks Act 1 i i aecepted principles of morality

3(3)(a)

Ghazilian’s Trade Mark Application [2002] RPC 628
e |a Marquise Footwear, Inc’s Application (1947) 64 RPC 27

Each case will be decided on its own merits.

When considering whether to object under section 17(1)(c), examiners will be guided by the

following principles.

4.1.1 We will consider the question as at the date of application




Examiners must consider the guestion of offensiveness as at the date of application, acknowledging
the commonly held religious, social, and moral standards that apply at that time.

Whether something offends a significant section of the community may change over time. Some
material that would have caused major offence in the past may not offend today, whereas other
material that used to be thought innocuous may offend today.

Considering offensiveness as at the date of the application means examiners should neither remain
“frozen in an outmoded set of moral principles” nor “presume to set the standard” of the social and
moral standards of the day (as discussed in the HALLELUJAH decision).

4.1.2 We will consider the question objectively, from the point of view of rig members

of the public

4.1.3 We will consider the mark as a whole

Examiners must think about how the potentially of:
mark.

educational services that ta
and confident women.

by the general public.

4.1.5 Being merely distasteful does not meet the threshold for an objection

Section 17(1)(c) prohibits the registration of marks that are likely to offend a significant section of
the community. It does not prohibit the registration of marks that are merely in poor taste. A vague
feeling of distaste for the mark will not be sufficient for an objection under section 17(1)(c).

4.1.6 We will object where it is likely a significant section of the community will be outraged or
desire censure




A mark will be considered likely to offend a significant section of the community where:

° there is a strong possibility the mark would cause a significant section of the community
to be outraged, and/or
° there is a strong possibility a significant section of the community will feel that the use

or registration of the mark should be the subject of censure.

A significant section of the community is likely to be outraged or feel the mark should be censured
where the mark would considerably undermine their religious, family or social values.

A mark that conveys a discriminatory message or denigrates a significant section of the community is
likely to receive an objection, for example.

4.1.7 The significant section of the community in 4.1.6 may be a mineri
number

Examiners may also object where there is a stron
will be outraged or feel the mark should be
number.

4.1.8 We will consider the degree o,

rk is likely to cause, as well as how many

possibility of a lesser degree of outrage or censure among a
munity.

er use as a trade mark is likely to offend

A particular word be widely used in some sectors of the population, and there may be a degree
of public tolera hen that word is used in everyday speech. However, this does not necessarily
mean the word would be seen as inoffensive when used as, or within, a trade mark.

4.1.10 We will take greater care if the mark contains material that has a higher likelihood of
causing offence

Examiners will consider the likelihood of offence more carefully when the mark consists of or
contains:

° religious words or imagery
° coarse language or imagery
° words or imagery relating to race, ethnicity, or culture




° sexually suggestive words or imagery
° words or imagery relating to, or depicting, disabilities or physical or mental illness
° words or imagery that appear to promote or condone violence and/or terrorism.

The list above is not exhaustive. Marks will be considered on a case-by-case basis.

When considering the likelihood of offence, examiners will also be mindful of new and developing
language terms, such as algospeak. As the usage increases over time, these terms can become part
of the common language and may be viewed as offensive when used as, or within, a trade mark.

4.2 Likely to offend Maori

Section 17(1)(c) expressly regards Maori as a “significant section o

for some time. Where an application was filed under the #
IPONZ had concerns that the use of Maori words or i
concerns-wereraised-on-the-groundsexaminers wo
contained “scandalous matter” or “matter the us
section 16(1) of the 1953 Act.*®

Where an application is filed teregisterfor a
Maori sign,* the application will be
177 of the Act. If the committee a mmissioner that the use or registration of such a
mark is likely to offend Maori i
section 17(1)(c) of the Act.

For more information C tions to register trade marks that are, or appear to
be, derivative of Mao ice-practice Guidelines-guideline on the Maori

aori trade marks

5. Bad Fait
Section 17(2) o ct states:

The Commissioner must not register a trade mark if the application is made in bad faith.
The Act does not specifically define what is meant by “bad faith”.
“Bad faith” is likely to cover issues of ownership and intention to use the mark.*®32 Both of these

issues are more likely to be raised by a third party in opposition proceedings than by an examiner in
the course of examining the application.


https://www.iponz.govt.nz/about-ip/trade-marks/practice-guidelines/current/maori-advisory-committee-and-maori-trade-marks/

As the expression “bad faith” has ethical overtones and implies dealings that fall short of accepted
business practice, IPONZ would only raise concerns under section 17(2) of the Act in exceptional
circumstances.

Examiners may raise concerns that a mark is not registrable under section 17(2) of the Act if it seems
very likely that the applicant is not the owner of the trade mark that is the subject of the application.
This situation would usually only arise where the trade mark concerned is well known as being the
trade mark of a particular company or individual, and where there is no apparent relationship
between the applicant and the known owner of the trade mark.

6. Tobacco product trade marks
Section 17(3) of the Act states:

Despite subsection (1)(b), the Commissioner may regi
trade mark is restricted or prohibited under the

Section 17(3) is an exception to section 17(1)(b) of . p i ion of a tobacco
product trade mark even if the use of that trade is restricte bited under the Smoke-
Free Environments Act 1990.

Section 24(1) of the Smoke-Free Environme ct ibi use (other than in a private
capacity) of a tobacco product trad

e Onany article other t

tainer in which a tobacco product is sold or shipped, that bears a
o product that is sold in New Zealand.

In the absence o tion 17(3) of the Act, section 17(1)(b) of the Act would prohibit the registration
of tobacco productjtrade marks in respect of goods other than (a) tobacco products, or (b) the
packages or co rs in which tobacco products are sold or shipped.

Section 17(3) of the Act reproduces section 16(2) of the Frade-Marks-Aect-1953 Act. When it was first
enacted, the Frade-Marks-Act-1953 Act did not include section 16(2) of that Act. It became apparent,
however, that the general prohibition in section 16 efthe Trade-Marks-Act1953-would be-have been
contrary to Article 15 of the Agreement on Trade-Related Aspects of Intellectual Property Rights
(“TRIPS Agreement”) unless a qualification was introduced.*22 The Trade-Marks-Act-1953 Act was
amended in 1994, via the inclusion of section 16(2) of that Act, to make it clear that tobacco product
trade marks were eligible for registration notwithstanding the Smoke-Free Environments Act 1990.



7. Annexure

Protected matter Reference

28th Maori Battalion

Flags, Emblems and Names Protection Act
1981, section 18A

28 Maori Battalion

Flags, Emblems and Names Protection Act
1981, section 18A

28th Maori Battalion Association

Flags, Emblems and Names Protection Act
1981, section 18A

28th Maori Battalion (NZ) Association
Incorporated

Flags, Emblems and Names Protection Act
1981, section 18A

Agricultural Research Centre

Flags, Emblems and I

Air Guide

Air Ranger

Animal Research Laboratory

ANZAC

Athens 2004

Xth British Commonwealth Games

Brown Owl blems and Names Protection Act
, section 19; Gazette 1931
Brownie Flags, Emblems and Names Protection Act

1981, section 19; Gazette 1931

Commonwealth Ga

Flags, Emblems and Names Protection Act
1981, section 20A

Geneva Conventions Act 1958, section 8

Flags, Emblems and Names Protection Act
1981, section 20(3)(a)

Flags, Emblems and Names Protection Act
1981, section 20(3)(b)

Flags, Emblems and Names Protection Act
1981, section 20(3)(j)

Eagle Owl

Flags, Emblems and Names Protection Act
1981, section 19; Gazette 1931

Five ring Olympic symbol — name and device

Flags, Emblems and Names Protection Act
1981, section 20A

Five ring Olympic symbol with a fern leaf —
name and device

Flags, Emblems and Names Protection Act
1981, section 20A

Five ring Olympic symbol with a fern leaf and
the words “New Zealand” - device

Flags, Emblems and Names Protection Act
1981, section 20A

Games City

Flags, Emblems and Names Protection Act
1981, section 20A

Geneva Cross — words and device

Geneva Conventions Act 1958, section 8




Girl Guide

Flags, Emblems and Names Protection Act
1981, section 19; Gazette 1931

Girl Guides Association

Flags, Emblems and Names Protection Act
1981, section 19; Gazette 1931

Gold Games

Flags, Emblems and Names Protection Act
1981, section 20A

“Goldie”, the official New Zealand Olympic
mascot

Flags, Emblems and Names Protection Act
1981, section 20A

Government

Flags, Emblems and Names Protection Act
1981, section 14(3)(b)

Government department — emblem or stamp of
any

Flags, Emblems and Names Protection Act
1981, section 13

Governor-General’s flag

Flags, Emblems and Names Proteetion Act
1981, section 12(2)

Guider

Flags, Emblems'and Names Rrotection\Act
1981, section 19 Gazette 1932

Harness Racing New Zealand

Racing Aet52003, section 24

Institute of Nuclear Sciences

FlagsgEmblemsiand Names Protection Act
1981, section 20(3)(i)

International Atomic Energy Agency — name
and emblem

Flags, Emhlems and'Names*Protection Act
1981, section'd6; The International Atomic
Energy Agency Name and Emblem Notice 1961

International Bank for Reconstruction and
Development — name, emblem and seal

Flags, Emblems and Names Protection Act
1981, seetionfl6; The World Bank Group
Names and Emblems Notice 1966

International Civil Aviation Organisation —
emblem and seal

Flags, Emblems and Names Protection Act
198, section 16; Gazette 1958

International Criminal Police Organisation~
name and emblem

Flags, Emblems and Names Protection Act
1981, section 16; The International Criminal
Police Organisation Name Notice 1962

International Development Association — name
and emblem

Flags, Emblems and Names Protection Act
1981, section 16; The World Bank Group
Names and Emblems Notice 1966

InternationalFinance Cokporatien — name and
emblem

Flags, Emblems and Names Protection Act
1981, section 16; The World Bank Group
Names and Emblems Notice 1966

Internationall@lympic Committee

Flags, Emblems and Names Protection Act
1981, section 20A

International Olympic committee symbol (five
interlocking rings)

Prohibited Marks Order 1961 (SR 1961/120)

INTERPOL Flags, Emblems and Names Protection Act
1981, section 16; The International Criminal
Police Organisation Name Notice 1962

Laughing Owl Flags, Emblems and Names Protection Act
1981, section 19; Gazette 1931

Lone Guide Flags, Emblems and Names Protection Act
1981, section 19; Gazette 1931

MAF Flags, Emblems and Names Protection Act

1981, section 20(3)(p)

Management Consultancy Services

Flags, Emblems and Names Protection Act
1981, section 20(3)(0)




Manchester 2002

Flags, Emblems and Names Protection Act
1981, section 20A

Maori Battalion

Flags, Emblems and Names Protection Act
1981, section 18A

National Archives

Archives Act 1957, section 23A

National Olympic Committee

Flags, Emblems and Names Protection Act
1981, section 20A

NECAL

Flags, Emblems and Names Protection Act
1981, section 20(3)(k)

New Zealand coat of arms

Flags, Emblems and Names Protection Act
1981, section 13

New Zealand Commonwealth Games Team

Flags, Emblems and Namé&SIProtection Act
1981, section 20A

New Zealand Commonwealth Games symbol

Flags, Emblems amd Names Protection Act
1981, section 20A

New Zealand Communicable Disease Centre

Flags, Emblems@and Names Protection Act
1981, section 20(3)(q)

New Zealand Greyhound Racing Association

Racing Act 2003)section 24

New Zealand Oceanographic Institute

Flags, Emblems andyNames Protection Act
1981, sectien 20(3)(f)

New Zealand Olympic Committee Incorporated

Elags, Emblems and Names Protection Act
1981 5ection 20A

New Zealand Olympic and Commonwealth
Games Association Incorporated

Flags, Emblems and Names Protection Act
1981, section20A

New Zealand Olympic Team

Flags,)JEmblems and Names Protection Act
1981, section 20A

New Zealand Racing Board

Ragihg Act 2003, section 24

New Zealand Soil Bureau

Flags, Emblems and Names Protection Act
1981, section 20(3)(e)

New Zealand Thoratighbred'Racing

Racing Act 2003, section 24

NZGS

Flags, Emblems and Names Protection Act
1981, section 20(3)(l)

Olympic flame symbol

Flags, Emblems and Names Protection Act
1981, section 20A

Olympic Games

Flags, Emblems and Names Protection Act
1981, section 20A

Olympic Gold

Flags, Emblems and Names Protection Act
1981, section 20A

Physics and Engineering Laboratory

Flags, Emblems and Names Protection Act
1981, section 20(3)(h)

Police crest and badge

Police Act 1958, section 51A

Post Guide

Flags, Emblems and Names Protection Act
1981, section 19; Gazette 1931

Queen’s New Zealand standard

Flags, Emblems and Names Protection Act
1981, section 12

Racing conference

Racing Act 2003, section 24

Red Crescent — words and device

Geneva Conventions Act 1958, section 8

Red Crystal - words and device

Geneva Conventions Act 1958, section 8

Red Cross — words and device

Geneva Conventions Act 1958, section 8

“Red Lion and Sun” — words and device

Geneva Conventions Act 1958, section 8




Royal

Flags, Emblems and Names Protection Act
1981, section 14(3)(a)

Royal coat of arms

Flags, Emblems and Names Protection Act
1981, section 12

Royal crown, coronet, cypher or badge

Flags, Emblems and Names Protection Act
1981, section 12

Ruakura

Flags, Emblems and Names Protection Act
1981, section 20(3)(c)

Salt Lake 2002

Flags, Emblems and Names Protection Act
1981, section 20A

Sea Guide

Flags, Emblems and Names Protection Act
1981, section 19; Gaze 3

Sea Ranger

Flags, Emblems and |
1981, section 19;

Seal of New Zealand

Flags, Emble
1981, section

Soil Conservation Centre

Ranger Guide

TAB

Tawny Owl

Te Hokowhitu Maori 28

Te Ope Hoia Maori 28

Te Ope Taua Maori 28

blems and Names Protection Act
ction 18A

s, Emblems and Names Protection Act
1981, section 18A

Flags, Emblems and Names Protection Act
1981, section 19; Gazette 1939

Racing Act 2003, section 24

Racing Act 2003, section 24

Flags, Emblems and Names Protection Act
1981, section 16(1)

Flags, Emblems and Names Protection Act
1981, section 16

United Nations E
Cultural Organisa

ational, Scientific and
— name and emblem

Flags, Emblems and Names Protection Act
1981, section 16; The United Nations
Educational, Scientific and Cultural
Organisation Name and Emblem Notice 1966

UNESCO

Flags, Emblems and Names Protection Act
1981, section 16; The United Nations
Educational, Scientific and Cultural
Organisation Name and Emblem Notice 1966

Wheat Research Institute

Flags, Emblems and Names Protection Act
1981, section 20(3)(d)

WHO

Flags, Emblems and Names Protection Act
1981, section 16; Gazette 1950




World Bank Flags, Emblems and Names Protection Act
1981, section 16; The World Bank Group
Names and Emblems Notice 1966

World Health Organisation — name and emblem | Flags, Emblems and Names Protection Act
1981, section 16; Gazette 1950

World Meteorological Organisation —name and | Flags, Emblems and Names Protection Act
emblem 1981, section 16; The World Meteorological
Organisation Name and Emblem Notice 1968

Flags, Emblems and Names Protection Act
1981, section 18A

Flags, Emblems and:Names Protection Act
1981, section 18A

ASSOCIATION

Footnotes

1 Practice Guideline Amendment 2007/05, atellectual Property Office Newsletter, 1 August 2007.

2 Affirmedore recently in*Pacific Blue Airlines Pty Ltd v Air New Zealand Ltd (Assistant
CommissionekHastie, T27/2005,)26 September 2005), Carabao Tawandang Company Ltd v Red Bull
GmbH (unreported, Wellington High Court, CIV 2005-485-1975, 31 August 2006) and Telecom IP Ltd
v Beta Telecom Ltd funreported, Wellington High Court, CIV 2004-485-2789, 27 September 2006)

3 See Polaroid Corperation v Hannaford & Burton Ltd [1975] 1 NZLR 566

4 See Smith Hayden & Co Ltd’s Application (1945) 63 RPC 97, affirmed by the Privy Council in
Hannaford & Burton Ltd v Polaroid Corporation [1976] 2 NZLR 14 at 18

5 GE Trade Mark [1973] RPC 297 at page 321.

6 See also the Practice Guidelines on Names and Representations of Persons and the Practice
Guidelines on Representations of the Royal Family.

7 See also the Practice Guidelines on Flags Armorial Bearings, State Emblems and Similar.

8 Plant material includes all parts of the plant, including seeds, fruits, flowers, vegetables and
vegetative matter.


https://www.iponz.govt.nz/about-ip/trade-marks/practice-guidelines/current/names-and-representations-of-persons/
https://www.iponz.govt.nz/about-ip/trade-marks/practice-guidelines/current/relative-grounds-representations-of-the-royal-family/
https://www.iponz.govt.nz/about-ip/trade-marks/practice-guidelines/current/flags-armorial-bearings-state-emblems-etc/

9 The examiner should only raise concerns if the mark is (a) not limited as to colour; or (b) limited as
to colour, with the cross being red on a white ground, or similar colours; or (c) limited as to colour,
with the cross being white or silver on a red ground, or similar colours.

10 The examiner should only raise concerns if the mark is (a) not limited as to colour; or (b) limited
as to colour, with the crescent moon being red on a white ground, or similar colours.

11 The examiner should only raise concerns if the mark is (a) not limited as to colour; or (b) limited
as to colour, with the crystal device being red on a white ground, or similar colours.

12 See sections 14(4)(a)(ii)-(vi) of the Flags, Emblems and Names Protection Act 1981.

13 In most cases, each genus is regarded as a separate denomination clas
Rosa (rose) is a denomination class.

15 Plant material includes all parts of the plant, i
vegetative matter.

ers, vegetables and

16 See ‘Marks containing a denomination p
Confusion’, above for more inform

y’ under ‘Deception or

lication is in respect of class 31 goods that
iner should raise concerns that the mark lacks

20 Unless the name is the New Zealand Racing Board.

21 Unless the the name is New Zealand Thoroughbred Racing Incorporated.
22 Unless the user of the name is New Zealand Thoroughbred Racing Incorporated.
23 Unless the user of the name is Harness Racing New Zealand Incorporated.
24 Unless the user of the name is Harness Racing New Zealand Incorporated.

25 Unless the user of the name is the New Zealand Greyhound Racing Association (Incorporated).

26 Section 24(8) of the Racing Act 2003.



27 Practice Guideline amendment implemented 16 December 2008
28 See section 15(2) of the Major Events Management Act 2007.

29 See ‘Suggestion of Endorsement of License’ under ‘Deception or Confusion’, above for more
information.

30 See Section 29 of the Major Events Management Act 2007.

31 See ‘Suggestion of Endorsement of License’ under ‘Deception or Confusion’, above for more
information.

47 Seesection 178 of the Act:

48-32 See the discussion in Kerly’s Law of Trade Marks and Trade Names, 13th edition, 2001 at pages
210-225.



49-33 Article 15 of the TRIPS Agreement states: “The nature of the goods or services to which a trade
mark is to be applied shall in no case form an obstacle to registration of the trademark”.
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