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Technical Focus Group (“TFG”) Meeting Minutes

Date/Time

23 October 2025

Location

15 Stout Street & online

Participants

MBIE / Intellectual Property Office of New Zealand

Members

Ed Barclay Tom Robertson Pipers

Gaby Cowcill Sam Ting A J Park

Simon Maguire David Nowak Henry Hughes

Steven Hong David Herman IPTA/ F B Rice

Ellie McLellan Jon Ashen NZIPA / BPIP

Penny Walsh Jason Tuck James & Wells

Ash Thyne )

Vaughan Trounson Apologies:

Jia Song Jonathan Lucas James & Wells

) Scott Sonneman DCC

Jintao Wen Jason Wach NZ Law Society
Minutes

feedback.

Matters arising / actions from the previous meeting

Action Status

IPONZ to provide further updates on authorisation of agent for Designs for

Ongoing.

IPONZ to publish Section 9 guidelines.

Done.

IPONZ to consider of including in our examination reports when a Principal

Done (but yet to implement).

review has occurred on the case.

IPONZ to Initiate Design TFG. Ongoing.
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Update from the policy team Ellie

IP Laws Amendment Bill

Work on finalising the drafting of the Bill has continued. Subject to Ministerial approval, we are hoping to
release an exposure draft next year prior to seeking Cabinet approval to introduce the Bill into Parliament.

Patents Amendment Bill

Currently being considered by Select Committee and they are due to report back early next year.

IPONZ Updates Ed/Gaby

General updates:
e We recently welcomed some functions of Callaghan Innovation into Business and Consumer branch.

e People changes & Recruitment
- Currently recruiting for 3 patent examiner roles (mix of associate-senior) and 1 team leader in
Science.

e Pendency
- Number of cases awaiting examination flat or trending down.
- 65 remaining 1953 Act cases as of 1 October.

e General stats
- FY 24/25 has seen a lower number of applications filed, requests for examination remain steady and
close to forecast levels.
- We also continue to focus on office efficiencies, measurables include the average pieces of work
produced per examiner and the number of reports issued per case.

e PPH stats
- We have seen a good uptake on PPH requests based on EPO work products.
- We are continuing work on data accuracy and internal feedback collection on benefits of PPHs.

Project updates:
e Feesreview
- IPONZ is undertaking review of all fees —a number of fee proposals have been developed.
- Consultation on fee proposals is subject to Cabinet approval — yet to happen, no timetable yet.

e IPONZ IT platform upgrade (Aurora) project
- Will be ongoing over the next two years.
- Ontrack for roll-out of Designs mid-January 2026 - we are working with firms on their account setups
to ensure they are optimal for migration and have a smooth roll over.
- Patents roll-out is expected in 2027.
- Webpage for project updates and feedback: https://www.iponz.govt.nz/about-iponz/iponz-platform-

upgrade/
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Questions and comments from members:

Members queried the timeframes for the new system, noting that time is needed to train staff and transition
over to a new system. This would be very tight for a January roll-out. IPONZ confirmed they will be reaching out
to firms and communicating with external parties on this.

Actions:
- IPONZ to get back to members on project timeline
- IPONZ to reach out to big filing firms regarding training
- Members to contact Ed regarding questions/further feedback
Draft manual section — Section 39 Penny/Ash/Vaughan

Penny, Ash and Vaughan presented a draft of the Section 39 examination manual update with particular areas
for discussion as follows.

Feedback on clarity section:
The manual update team sought guidance from a purposive construction context on objecting to inconsistencies
between technical and dictionary meaning.

- From a practice perspective, members think the objection when raised is simple to address because
the objection can be overcome by putting the definition into the claim.

- Members also discussed purposive construction approaches in practice and noted that there was no
case law precedence in NZ to guide practice.

- Members suggested to include an unacceptable example in the manual to set an upper bound for
dictionary meanings.

Feedback on current office approach on inherent antecedence:

- Members were okay with it being raised as it's an easy fix and good to know for identifying any
further issues.

- Members trust that common sense is applied to not object to known implicit references.

- Members felt examiners have the balance right on identifying and raising these issues.
The office noted that examiners will aim to object to these issues at an early stage of examination
and not go to extremes or sweat the small details.

Feedback on Trademark in claims section:

- Members appreciated the guidance on office practice clarifying that claims are construed at their
priority date and the increased lenience in this section.

- Members also noted that office balance is right and are overall okay with receiving objection to
trademark in claims.

- Members queries whether the profession could swap references in claims when it’s a well-known
descriptor. The office noted that this would be considered on a case-by-case basis.
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Feedback on claim construction section:

- Members suggested for the section to be clearer that ultimately, purposive construction should be
applied to read what the PSA/drafter had intended to mean. This section needs a high-level message
to start off with, then can be followed with details on literal intention and meaning of claims.

- Members also suggested to make this section a stand-alone section as it is relevant outside of
Section 39.

Feedback on best method section:

- Members asked for thoughts on modernising the best method case law to the recent AU case law on
best method.
The manual update team noted that it may be a stretch without an NZ decision; as AU law does not
include entitlement to claim protection for the best method while the NZ Act does.
However, AU case law history that led to the recent AU decisions has been considered. The team is
open to considering the AU interpretation if it will help.

- Members noted that best method issues are unlikely to be considered at the examination stage.

Feedback on end with claims, prescribed information section:

- Members noted that the manual is missing guidance on sequence listing. Which led to a broader
question of what can be referred to in the claims, and if it is considered part of the specification.
The office noted that sequence listings are a known issue and is being discussed. There is no specific
guidance on sequence listings in Section 39 or any part of the Act or Regulations, but references
could be made to Regulation 12.

Feedback on enablement and support section:

- Regarding undue burden part: Context is missing to distinguish between further research and
experimentation from what is routine trial and error by the PSA. Wording around this should be
slightly more nuanced than what is currently written.

- Regarding merging of the two sections: There is overlap between the two, AU seems to be going this
way too. Members recommended following UK and EPO practice on these rather than the recent AU
case law.

Feedback on common situations section — Markush, reach through claims, general clarity:
- No question or comments on these sections.

Feedback on conciseness section:
- Members expressed dissatisfaction with the current practice; conciseness seems like a trivial
problem, but it is costly and confusing for applicants since NZ practice differs from overseas.
Different suitable for use claims in the same claim set are often objected to on first exam and then
dropped.
The office noted in response that inconsistency in raising and maintaining of conciseness objections
was a compromise to align practice between different teams.
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- Members noted inappropriate reliance on Bancroft in situations that are dissimilar, i.e. objecting to
claim sets with only 2 or 3 independent claims as being eminently perplexing.
The office noted that review of this manual section aimed to reduce reliance on Bancroft.
Due to feedback, the office will be looking at a broader review of our practice on conciseness.

Actions:

- TFG members to pass on any other feedback after meeting to Ed — 2 week soft deadline.

- IPONZ to consider feedback & bring updated draft manual section back as an item for next meeting.
Any other business Ed/Gaby

Proposed date of next meeting — 12 March 2026

Actions summary Owner
IPONZ to provide further updates on authorisation of agent for Designs for

IPONZ
feedback.
TFG members to put forward any other names for those interested in TFG Members
Design TFG to Ed.
IPONZ to release timeframes/project timelines for new system. IPONZ - please see website link
There is a specific webpage for project updates and feedback:
https://www.iponz.govt.nz/about-iponz/iponz-platform-upgrade/
IPONZ to reach out to major filing firms to look at/train on new IPONZ IT IPONZ
platform.
TFG members to send through any questions/feedback regarding the new TFG Members
IPONZ IT platform to Ed or to newsystem@iponz.govt.nz.
TFG members to pass on any other comments on s 39 manual draft after TFG Members
meeting — 2-week soft deadline.
IPONZ to take into account feedback received today, revisit draft IPONZ s 39 Team
examination manual section and bring back to next meeting.

Close of Meeting
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